
B E F O R E T H E S O L E A R B I T R A T O R S H R I . D . S A R A V A N A N , A D V O C A T E 

In the mat ter of . I N D R P and Arbi t rat ion 

A n d Conci l ia t ion Ac t , 1996 

A n d 

In the mat ter of d isputed doma in name 

<bal lant ines . in> b e t w e e n 

A L L I E D D O M E C Q S P I R I T S A N D W I N E L I M I T E D 
Chivas House 

72 Chancel lors R o a d 

Hammersmi th 

London, W 6 9 R S . .Complainant . 

V s . 
R O B E R T O F E R R A R I 
Renzi A G 

Haldenstr . 5 

Baar 

Switzer land Responden t 



The Compla inan t i s Al l ied D o m e c q Spirits and W i n e Limi ted , Chivas 

House , 7 2 Chance l lo r s Road , Hammersmi th , London , W 6 9 R S , represented 

by its author ized representat ive M r . H e m a n t Singh, I N T L L A D V O C A R E , D-22 , 

| a n c h s h e e l Enc lave , N e w Delhi 1100017, India. 

T h e Responden t i s Rober to Ferrari, Renz i A G , Haldenst r .5 , Baar, 

Switzer land. Nei ther the Responden t has represented h imsel f nor 

represented by any one . 

2. T h e D o m a i n N a m e a n d Registrar: 

The d isputed d o m a i n name: 
<bal lant ines . in> 

The doma in n a m e regis tered wi th . IN R E G I S T R Y . .3. 
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3. Procedura l History: 

July 02 , 2008 : Date of Complain t . 

Augus t , 06 , 2008 : Date of List of A n n e x u r e and Exhibi ts . 

A u g u s t 11 , 2008 : The . IN R E G I S T R Y appoin ted D . S A R A V A N A N 

as Sole Arbi t ra tor from its panel as per 

paragraph 5(b) of I N D R P Rules of Procedure . 

Augus t 11 , 2008 : Arbi t rator has submit ted the Sta tement 

of Accep tance and Declara t ion of Impart ial i ty 

A n d Independence to the . IN R E G I S T R Y . 

A u g u s t 16, 2008 : Arbi t rator w a s served wi th a copy of the 

Compl ian t including Annexure and Exhibi ts 

by the . IN R E G I S T R Y 

A u g u s t 18, 2008 : Arbi t ral p roceedings were c o m m e n c e d 

by sending not ice to Responden t through 

e-mail as per Paragraph 4(c) of I N D R P Rules 

of Procedure , mark ing a copy of the same to 

Complainant ' s au thor ized representat ive and 

. IN R E G I S T R Y . 

A u g u s t 28, 2008 : Due date for filing Response by Respondent . 

A u g u s t 29 , 2008 : Arbi t ra tor sent an e-mail to Responden t 

notifying his default, a copy of wh ich marked 

to Complainant , Compla inan t ' s author ized 

representat ive and the . IN R E G I S T R Y . 

A u g u s t 29 , 2008 : Cor r igendum to Not ice of Default w a s sent by 

The Arbitrator to all the par t ies concerned 

: T h e language of the p roceed ings in Engl ish. 

4. Factual B a c k g r o u n d : 

4.1 T h e C o m p l a i n a n t : 

The Compla inan t i s Al l ied D o m e c q Spirits and W i n e Limited, Chivas 

House , 72 Chancel lors Road , Hammersmi th , London , W6 9 R S 
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4.2 Compla inant ' s Activit ies: 

T h e Compla inan t states that i t is a part of the "Pernod Ricard Group ' 

engaged in the bus iness of manufacturing, marke t ing and selling a 

var ie ty of a lcohol ic beverages and "Pernod Ricard Group" is the world 's 

n u m b e r two in w ines and spirits group hav ing s trong internat ional 

presence and a turn over to the tune of 6.4 bil l ion Euros in 2006-07. 

4.3 Compla inant ' s T r a d i n g N a m e : 

The Compla inan t s tates the products of the Pe rnod Ricard Group are 

sold under internat ional ly r enowned and acc la imed b rands such as C H I V A S 

R E G A L , R I C A R D , 100 P I P E R S , C L A N C A M P B E L L , S O M E T H I N G SPECIAL, 

T H E G L E N L I V E T , W I L D T U R K E Y , J A M E S O N , B A L L A N T I N E ' S PASTIS 5 1 , 

J A C O B ' S C R E E K M A R T E L L , R O Y A L S T A G , P A S S P O R T , H A V A N A C L U B , 

G .H . M U M M , P E R R I E R J O U E T , B E E F E A T E R etc., O u t o f wh ich , the brand 

name in dispute be ing B A L L A N T I N E ' S dates back to the yea r 1827 w h e n its 

founder George Bal lant ine began to supply a select range of whisk ies from 

his grocery shop in Ed inburgh and such trade m a r k w a s regis tered on 1 2 t h 

November , 1930 in B a h a m a s . 

4.4 Respondent ' s Ident i ty a n d activities: 

T h e Responden t i s the registrant of the Domain N a m e 

<bal lant ines . in> w h i c h i s regis tered wi th . IN R E G I S T R Y , Nat ional Internet 

Exchange of India, N e w Delhi . The name of the regis t rant is referred to as 

Ferrari, Renzi A G , Haldens t r .5 , Baar, Switzer land. 

5. Parties content ions: 

A . Compla inant : 

(a) T h e D o m a i n N a m e i s identical or confus ingly s imi lar 
to a T r a d e m a r k or service m a r k of the C o m p l a i n a n t has 
rights: 

i ) T h e Compla inan t states that they are the regis tered Trademark 

owner of B A L L A N T I N E ' S and since its adopt ion and regis t rat ion the said 

t rademark has been put in extensive commerc ia l use in relat ion to whisky 
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marketed by the complainant ; B A L L A N T I N E ' S is one of the Wor ld ' s top and 

best selling whisk ies and gain its un ique r ichness of character through the 

perfect b lend of selected quali ty mal t and grain Scotch whisk ies 

representat ive of the four corners of Scotland; B A L L A N T I N E ' S is sold in over 

20 countr ies inc luding As i an terri tories and that the same has w o n over 60 

t rophies and m e d a l s in the last decade at Internat ional compet i t ions ; in the 

financial yea r 2007 , over 53 mil l ion liters of B A L L A N T I N E ' S we re sold 

throughout the wor ld and over 113,000 liters we re sold in India and during 

the said financial yea r the compla inant spent 77 mi l l ion Euros on 

advert is ing and p romot ing the brand across the wor ld and spent 108,000 

Euros in India . 

The compla inan t further states that in order to gain in the t rademark 

B A L L A N T I N E ' S , they obta ined registration in var ious countr ies of the wor ld 

including India, such as, B A L L A N T I N E ' S , word per se w a s regis tered under 

clause 33 and such registrat ion is val id till the yea r 2015; B A L L A N T I N E ' S , 

label w a s regis tered under clause 33 and such regis t rat ion is va l id till the 

year 2012 as exhibi ted under A n n e x u r e D. 

The compla inan t further states that they regis tered var ious D o m a i n n a m e s 

internationally as we l l as in India wh ich inc ludes their t rademark 

B A L L A N T I N E ' s , such as, ballantines.asia, bal lant ines.biz, bal lant ines .com, 

ballantines.eu, bal lantines. info, bal lantines.net .cn, bal lant ines .de etc., and 

such regis trat ions are in force as exhibi ted under A n n e x u r e E. The 

complainant further states that the B A L L A N T A N E ' s w h i s k y be ing such a 

popular b rand has b e e n available for last 20 yea r s in duty free shops at all 

international airports , bonded warehouses , five star hote ls and exclusive 

restaurants by w h i c h the t rademark in reference en joyed a formidable trans-

border reputa t ion in India and such t rademark is current ly impor ted and 

marke ted in India in open commerc ia l retail outlets . T h e compla inant 

further states that the t rademark in reference enjoys a wor ld wide 

http://ballantines.com
http://ballantines.net.cn
http://ballantines.de
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reputat ion and is a we l l k n o w n t rademark associa ted wi th the goods and 

business or iginat ing from the compla inant as such the compla inan t is the 

proprietor of the t r ademark in reference and the owner of goodwi l l and 

reputat ion ves ted wi th them. 

Accord ing to the compla inant , the impugned doma in n a m e is ident ical to the 

complainant ' s we l l k n o w n and highly dist inctive t r ademark in reference 

phonetical ly, v isual ly and conceptual ly as a cumula t ive resul t of prior and 

bonafide use of the t r ademark in reference in relat ion to the goods offered by 

the compla inant the extens ive and cont inuous use and the resul tant accrual 

o f reputat ion and goodwi l l , the compla inant has occur red c o m m o n law 

rights in the und i s tu rbed and exclusive use of the t r ademark in reference 

and in such c i rcumstances , the adopt ion of the i m p u g n e d domain name 

which is ident ical to the complainant ' s t rademark in reference is mis­

appropriat ion of compla inant ' s goodwi l l and reputa t ion w h i c h consti tutes 

acts of mis- representa t ion to the m e m b e r s of publ ic at large so as to mis ­

lead that the respondent ' s goods or business are associa ted or approved by 

the compla inan t leading to pass ing off goods and bus iness for those of the 

respondent . Tha t apart , the respondent ' s unwar ran ted registrat ion of 

impugned doma in n a m e be ing identical to the compla inant ' s t rademark is 

clear infr ingement as con templa ted under Sect ion 29 of the T r a d e m a r k s Act , 

1999 wh ich is a cognizable offence punishable wi th impr i sonmen t upto 3 

years and such conduc t also consti tutes cr iminal offence of falsification and 

false trade descr ipt ion under Sect ions 102 and 103 of the T r a d e m a r k s Act , 

1999; the bla tant and malaf ide adopt ion of the compla inant ' s t rademark in 

reference by the responden t wi l l also inevi tably lead to di lut ion and erosion 

of the un iqueness and exclusivi ty associated wi th the complainant ' s 

t rademark by reduc ing its capaci ty to identify and dis t inguish the goods 

originating from a par t icular source, regardless of the p resence or absence of 

l ikel ihood of confusion, mis take or decept ion and in other w o r d s the 

unauthor ized and indiscr iminate use by the respondent is b o u n d to result in 



the whit t l ing a w a y of the selling power , dist inctive qual i ty and va lue of the 

complainant ' s wel l k n o w n and famous t rademark in reference being the 

B A L L A N T I N E ' S . 

(b) R e s p o n d e n t has no rights or legit imate interests in the domain 
n a m e : 

Accord ing to the Compla inant , the i m p u g n e d doma in n a m e w a s 

registered by the respondent on 3 r d November , 2007 and a t that t ime the 

compla inant had a ve ry considerable reputat ion in the t rademark in 

reference internat ional ly including in India w h o had c o m m o n t rademark 

rights in the n a m e w h i c h had been accruing since, 1948 w h e n i t got 

registered wi th the t rademark registry, India; the respondent is no t or has 

never been k n o w n by the n a m e B A L L A N T I N E ' S or by any confusingly similar 

name; the regis t rat ion and use of the i m p u g n e d d o m a i n n a m e by the 

respondent is a clear case of cyber-squat t ing w h o s e intent ion is to take 

advantage of the compla inant ' s substantial reputa t ion and its p rominent 

presence on the internet in order to confuse the publ ic to the det r iment of 

the complainant ; such registrat ion is l ikely to lead the publ ic to bel ieve that 

the respondent and the webs i te to wh ich the i m p u g n e d d o m a i n n a m e directs 

is sponsored by or affiliated to or associated wi th the compla inan t w h i c h will 

lead to confusion in the minds of the public. 

(c) R e s p o n d e n t has registered a n d is us ing the d o m a i n n a m e in 
b a d faith: 

The respondent has got the registrat ion of the i m p u g n e d domain name 

primari ly for the purpose of selling, rent ing or o therwise transferr ing the 

domain n a m e registrat ion to the complainant , w h o is the propr ie tor of the 

t rademark or to a compet i tor of the complainant , for va luab le considerat ion 

a n d / o r for der iv ing u n d u e benefit and in this respect the compla inant 

has exhibi ted the copy of the cease and desis t not ice v ia e-mail 
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dated 17.05.2008 and respondent ' s reply e-mail da ted 19.05.2008 

and compla inant ' s rep ly e-mail dated 29.05.2008 as A n n e x u r e F, G & H 

respectively; the registrat ion of impugned domain n a m e by the respondent i s 

in order to p reven t the owner of the t rademark or service mark from 

reflecting the mark in the corresponding domain n a m e ; the respondent has 

intentionally a t t empted to attract internet uses to the respondent ' s websi te 

or other onl ine locat ion, by creat ing a l ikel ihood of confusion wi th the 

complainant ' s n a m e or mark as to the source, sponsorship , affiliation or 

endorsement of respondent ' s websi te or locat ion or of a product or service 

on the respondent ' s webs i te or location; the compla inan t has not authorized, 

l icensed or o therwise consen ted to the respondent ' s u se of the impugned 

domain name ; the respondent wil l have no doubt b e e n aware that prior to 

its registrat ion of the d o m a i n n a m e that there w a s substant ial reputat ion 

and goodwi l l associa ted wi th the t rademark in reference wh ich inures and 

cont inuous to inure to the complainant ; the registrat ion and subsequent use 

of the i m p u g n e d doma in n a m e by the respondent is for the purpose of 

defrauding the publ ic wh ich resolves to a webs i te w h i c h does no t offer the 

services of the compla inant ; there has been no webs i t e / ac t i v i t y under the 

impugned domain n a m e and i t has been only u sed a M E T A tag to take the 

internet surfer to respondent ' s websi te . 

B. Respondent : 

T h e Responden t did no t submit any response . 

6. Discuss ion a n d Findings: 

I t has to be asser ted as to Whe the r the Const i tu t ion of Arbitral 

Tr ibunal w a s proper? and W h e t h e r the Responden t has rece ived the notice 

of this Arbi t ra l Tr ibuna l? 



Having gone through the procedural history, this Tr ibuna l c o m e s to 

the irresistible conc lus ion that the Arbi t ral Tr ibuna l w a s properly 

const i tuted and Responden t has been notified of the compla in t of the 

Compla inant . H o w e v e r , the Respondent did no t choose to submit any 

response and that non-submiss ion of the Response by the Responden t had 

also been notified to the Responden t on Augus t 29 , 2008 . 

Under pa ragraph 4 of the IN Domain N a m e Dispute Resolu t ion Policy 

( INDRP) , the Compla inan t mus t p rove each of the fol lowing three e lements of 

its case: 

(i) T h e Respondent ' s domain n a m e is ident ical or confusingly 

similar to a t rademark or service mark in wh ich the 

Compla inan t has r ights; 

(ii) T h e Responden t has no r ights or legi t imate interest in respect of 

the doma in name; and 

(iii) T h e Responden t ' s domain n a m e has been regis tered or i s being 

u sed in bad faith. 

(a) Ident ica l or confusing similarity: 

i ) T h e Arbi t ra l Tr ibunal finds that the Compla inan t has provided 

evidences that i t possesses registered t rademark and logo being 

B A L L A N T I N E ' S . T h e Respondent ' s domain name , <bal lant ines . in>, consists 

of entirely Compla inan t ' s t rademark, except c c T L D . T h u s , this Arbitral 

Tr ibunal c o m e s to the irresistible conclusion that the d isputed doma in n a m e 

<bal lant ines . in> is confusingly similar or identical to the; Compla inant ' s 

marks . 
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ii) T h e Arbi t ra l Tr ibunal concludes that the Compla inan t has 

established paragraph 4(i) of the IN Domain N a m e Dispu te Resolut ion 

Policy. 

(b) Respondent ' s Rights or Legi t imate Interests: 

i ) T h e Compla inan t contends that the Responden t has no 

legi t imate interest in the d isputed domain name . Pa ragraph 7 of the . IN 

Dispute Resolu t ion Pol icy sets out three e lements , any of w h i c h shall 

demonstra te the Respondent ' s r ights or legi t imate interests in the disputed 

domain n a m e for the purposes of paragraph 4(ii) of the Pol icy. The 

Responden t had been g iven the opportuni ty to r e spond and to present 

evidence in suppor t of the e lements in paragraph 7 of the I N D R P . The 

Responden t has not chosen to do so and has not filed any response in these 

proceedings to establ ish any c i rcumstances that could assist i t in 

demonstrat ing, any r ights or legi t imate interests in the d isputed domain 

name. Al though , the Compla inan t is no t enti t led to rel ief s imply by default 

of the Responden t to submi t a Response , the Arbi t ra l Tr ibuna l can however 

and does d raw evident iary inferences from the failure of the Responden t to 

respond. The Compla inan t has establ ished a p r ima facie case of lack of 

r ights and legi t imate interest and the Responden t has failed to rebut the 

presumpt ion of absence of r ights or legi t imate interests. 

ii) B a s e d on the record, the Responden t does no t have rights or 

legit imate interests in the d isputed domain n a m e as the Respondent ' s 

current use is nei ther an example of a bona fide offering of goods or services 

as required under pa ragraph 7(i) of the Policy nor is there any legit imate 

non-commerc ia l or fair use of the disputed domain n a m e and as such there 

is no ev idence that paragraphs 7(ii) or 7(iii) of the Pol icy apply. The 

Compla inan t asser ts that they have not l icensed or o therwise author ized the 

Respondent to use their t rademark. 



iii) T h e Arbi t ra l Tr ibuna l is satisfied that the Responden t has no 

rights or legi t imate interests in respect of the d isputed doma in n a m e and, 

accordingly pa ragraph 4(ii) of the Pol icy is satisfied. 

(c) Reg is trat ion a n d Use in B a d faith: 

i) Pa ragraph 6 of the Policy provides the c i rcumstances evidencing 

registrat ion and use of a domain n a m e in bad faith are that, by us ing the 

same, the Responden t has engaged in a pat tern of such conduc t and the 

Respondent has intent ional ly a t tempted to attract, for commerc ia l gain, 

internet users to the Respondent ' s w e b site or o ther onl ine locat ions, by 

creating a l ikel ihood of confusion wi th the compla inant ' s ma rk as to the 

source, sponsorship , affiliation, or endorsement of the Respondent ' s websi te 

or location or of a product or service on the Respondent ' s w e b site or 

location. 

ii) T h e Responden t has registered the doma in n a m e wh ich appears 

to have been selected precisely for the reason that i t is ident ical or 

confusingly similar to regis tered t rademarks and trade n a m e s of the 

Complainant . T h e Responden t has no affiliation wi th the Compla inant . 

Registrat ion of a domain n a m e that is confusingly similar or identical to a 

famous t rademark by any entity, wh ich has no re la t ionship to that mark, i s 

itself sufficient ev idence of bad faith registration and use . 

iii) In v i e w of the submit ted ev idence and in the specific 

c i rcumstances of this case , this Arbi t ral Tr ibunal d raws the inference that 

Respondent ' s purpose of registering the domain n a m e w a s in bad faith 

within the mean ing of the Policy. The Responden t has no legi t imate r ights or 

interests in the d isputed doma in n a m e and there w a s no real purpose for 

registering the d isputed doma in n a m e other than for commerc i a l gains , and 

that the intent ion of the Responden t w a s s imply to genera te revenue , either 

by us ing the doma in n a m e for its o w n commerc ia l purpose or through the 
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sale of the d isputed doma in n a m e to a compet i tor or any other person that 

has the potent ial to cause damage to the ability of the Compla inan t to have 

peaceful usage of the Compla inant ' s legit imate interest in us ing their own 

trade names . The intent ion of the Respondent is explici t ly clear from the 

Annexure G where in the Responden t offered price of 248 Euros be ing sale 

price of disputed doma in n a m e . 

In the l ight of the above, this Arbitral Tr ibuna l finds that the 

Compla inan t has es tabl ished that the disputed doma in n a m e w a s registered 

and is be ing u sed in bad faith. 

7. Decis ion: 

For all the foregoing reasons , in accordance wi th pa ragraph 10 of the 

Policy, the Arbi t ra l Tr ibuna l orders that the d isputed doma in name 

<bal lant ines . in> be transferred to the Compla inant . The re is no order as to 

costs and damages . 

D a t e d a t C h e n n a i (India) on this 2 7 t h day o f S e p t e m b e r , 2008. 


