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BEFORE SHRI A.K.SINGH, SOLE ARBITRATOR

In Re: - Conpl ai nt: -

Shri Jadgi sh Purohit @ Jagdi sh Purohit,
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Emai | : adarshgh@edi ffmail.com . . . Conpl ai nant

Ver sus

Christoph Hartmann
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City Brounschwei g,

St at e/ Provi nce- NI,

Postal Code-D-38102

Country D.E.

Emai | : i nfo@range8. de . . : Respondent

Subj ect:- Dispute in respect of domai n name

Busi ness.in

BRI EF FACTS AS G VEN I N THE COMPLAI NT:

The conpl ai nant Jadgi sh Pur ohi t filed a
conpl ai nt to .in registry, Nat i onal . I nt er net
Exchange of India under INDRP with the request to
subnmit his conmplaint to arbitration in accordance
with the .IN Dispute Resolution Policy and the Rules

framed by the .in registry.

The case of the conplainant Jadgish Purohit in
bri ef is that he got a trade mark Business
registered vide an application bearing trademark

no. 1183315 dt.17.03.2003 whereupon the Registration
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Certificate was issued on 23.08.2005, in Class 34 in
respect of the tobacco, raw or manufactured snokers'
article, matches, all being goods included in Class

34. He has also stated in his conplaint that he,

(a) Jadgish Purohit has been wusing his trademark

fromtwo years and

(b) that the respondent has registered domain name,

business.in which is confusingly simlar to his

trademar k and

(c) that the respondent has no trademark on the

said domain name and has no affiliation with
I ndi a
(d) and t hat t he respondent is wel | known

specul at or and has regi stered the various
domain names in the .in registry for which

respondent has no right or trademark.

In support of his avernents, and to show that
the respondent is a speculator, the conplainant has
gi ven nunmber of domain names, which are stated to

have been got registered by the respondent.



The conplainant has further alleged that the
respondent has no plans to develop the domain nanmes
into the business, as his intentions are to sell the
domain name either to himor to another organization

for profit.

He has further alleged on the strength of
Annexure 2A filed along with the conplaint that
respondent has put up the domain name on parking and
is making noney by luring customers to the website

and tricking theminto clicking on Ads.

The conplainant has also filed Annexure 2B to
show the website that respondent has put up on all
the other .in dommins registered by him and that the
respondent's intentions are to lure custoners to his

website for profit.

The conpl ai nant has thus sought the transfer of

domain "business.in" to him

RESPONSE OF THE RESPONDENT:

The respondent has submtted his response

through his attorney M. Paul Raynor Keating Esq.



The respondent has stated in his reply that to

prevail, the conplainant nust establish all of the
foll ow ng:

i) the Registrant's domain nane is identical

or confusi ngly simlar to a name,

trademark or services mark in which the

conmpl ai nant has rights;

ii) the Registrant has no rights or legitimte
interests in respect of the domain nane;

and

iii) the Registrant's domain name has been

registered or is being used in bad faith.

The respondent has also submtted that the
burden of establishing each of the above fact is on

t he conpl ai nant .

The respondent case is that the conplainant has
failed to establish the appropriate grounds under

any of the above requirenents.

In respect of his submssion that the domain
nane is not identical or confusingly simlar to a
trademark in which conpl ai nant has right, t he

respondent has kept his line of arguments as under
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The certificate is not issued in the name of
the conpl ai nant, the certificate is issued in
t he name of Jagdi sh Pur ohi t whi | e t he
conmpl ainant is Jadgish Purohit and there is
nothing on record to show that both the nanes

are of the same persons.

The certificate filed as Annexure 1 (a) by the
conmpl ai nant refers to Annexure which has not
been filed by the conplainant and that sane is

required to find out whether the mark is a word

mark  or a graphical or design mark. The
respondent case is that, if it is graphical or
design mark, it is to be seen how it is

confusingly simlar to the domain name, which

is only depicted in words.

The certificate has endorsement that it shall
not be used in |egal proceedi ngs or for
obtaining registration abroad in view of the
provi si ons of Rul e 62 franed under t he

Trademar k Act.

The trademark held by the conplainant is not a
word mark but is rat her stylized, as t he
certificate describes it as "Business" and thus
the trademark in question is a graphical or

design mark and not a mark plain text; format.

¢



It is also the case of the respondent that
fanciful marks |like Xerox or Cocacola are strong
mar ks and generic or descriptive terns are extrenely
weak and the weak marks entitle the holders to very

few, if any rights.

The rights granted to the holder of t he
registered trademark are |imted by the Section 28
of the Indian Trademark Act and the trademark may be
used only in relation to the goods or services in

respect to which the trademark is registered and in

this case the conplainant trademark is Ilimted to
t obacco, raw or manufactured, smoker s’ article,
mat ches.

Relying wupon to the Annexure-1, filed along
with the response, a decision of Admnistrative

Panel of WPO Arbitration Mediation Centre in case,

"Gorstew Limted Vs. Worl dwi de websal es. cont', t he

respondent has submtted that the comnparison between
the domain names and the conplainant' s marks must be
based on the overall inpression given by the marks
and the domain names. The respondent has thus stated
t hat there i's a difference between the word
"Busi ness" and the sinple word "business" and thus

conpl ai nant has m serably failed to prove that the
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domain name is identical or confusingly simlar to g

trademark in which conplai nant has right.

(a)

(b)

(c)

(d)

(e)

\

The second subm ssion of the respondent is

It is the duty incumbent upon the conplainant
to establish that the respondent does not have
rights or a legitimate interest in the domain

name.

The term business is generic and is wi dely used

in its descriptive sense.

The Respondent registered domain name because
of its generic nature and has constant interest

init.

He has established business involving other
generic terms that do not serve as trademarks
but rather are used in a manner consistent wth

the definitional of such domain nanmes.

The respondent is not using the domain nanme as
a trademark but rather in furtherance of its
many descriptive meanings, a use which is

expressly protected under Section 35 of the Act
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(f)

(9)

(h)

t hat

and whi ch actual ly precl udes obt ai ni ng

trademark protection.

Relying upon the judgenments filed as Annexure
"5", Annexure "6", Annexure "7" and Annexure
"8" with the response, the respondent has
submtted that the mark is nore generic and

descriptive than the domain name and thus

respondent's wuse is also generic and non-
infringing.

The domai n name portrayed an "under
construction” noti ce, does not support a

conclusion that respondent has no legitimte

interest in the domain nanmes.

The respondent on the strength of few decision
of the WPO has tried to project that conmmon
words and descriptive terms are legitimtely
subject to registration as domain name on a
"First come, first serve" Dbasis and that the
respondent has been undertaking substanti al
efforts to develop into a portal for business
i nt erest provi di ng rel evant references and

information to internet users.

The respondent in support of its contentions

there is no evidence of "bad faith", has



submtted that assertions of the conplainant are
mere speculation and unworthy of consideration. He
has tried to show on the strength of few decisions
of WPO that holding of generic domain nanes for
sale has long been recognized as a legitimate right
and cannot be considered as act of bad faith. The
respondent has also referred to the decision of WPO
filed as Annexure 1 based upon the UDRP wherein it
was held "cyber squatting is a peculiar behaviour,

cyber speculating clearly is not".

The respondent has not disputed that he owns
the domain names as given by the conmplainant in his
conplaint but states that he does not have the
interest in selling the domain name to conplainant
or anyone else. The respondent case is that the
conpl ai nant has not provided any finding of bad
faith or the conplainant's st at ement does not
establish that the respondent has registered or
acquired the domain nane in violation of Rule 6 of

| NDRP.

His subm ssions are that domain names got
listed by him are to provide informations in various
fields and each of these uses is legitimate and in

accordance with the definition of the generic term



The respondent has further submtted that there
is no trickery or subterfuge. He has submtted that
he earns noney from advertisers who provide the
informational Ilinks and it is not evidence of bad
faith. His case is that if such were a policy, no
.IN domain name webpage could offer advertising.
According to him WPO has recognized that the use of
generic domain names to provide advertising is a

legitimte use.

He admits that out of wuse of generic domain
nanes he earns profit but claims that it could not
be treated a finding of bad faith as businesses are
intended to generate profit. The respondent case is
that the essence of INDRP is to protect trademark
holders from illicit use of their trademark by third
party. To establish it, only existence of trademark
is not sufficient. Oher conditions like bad faith
on the part of the respondent should also be proved.
According to him it would require sone attenpt by
the respondent to profit from the trademark owner's
use of its trademark. The respondent further states
that he had no prior know edge of conplainant or its
mark and he registered the domain name after it
became available for registration by nmembers of the
public and after the exclusive registration period
for trademark holders had lapsed and there is no

obligation on his part to perform a trademark

<
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search. The respondent has relied upon a decision of

W PO passed in a case filed by himAnnexure 11.

The respondent further submits that there Is no
evidence that by wusing the domain name he has
intentionally attenpted to attract internet users to
its website by creating a |I|ikelihood of confusion
with the conplainants mark  as to the source
sponsor shi p, affiliation or endor senment of t he
registrant's website etc. The respondent has given
the reference of Rule 7 of |INDRP and has clainmed
t hat t he evi dence not ed above establi shes

demonstrabl e preparati on of use.

The respondent on the strength of above
subm ssions has claimed that the proceedings should

be decided in his favour

He has also brought to the notice of the
arbitrator t hat t he conpl ai nant has initiated
simlar |INDRPs against the third party. In each such
i nstance, the conplainant has clainmed that a generic
and descriptive domain name infringes upon the
trademark rights. He has brought to the notice of
t he arbitrator t hat t he conmpl ai nant has got
regi stered a trademark, "JOBS", for tobacco, raw or

manuf act ur ed (S0, smoker's articles, mat ches
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i ncl uded

conduct

a)

b)

in Class-34. His case is that conplainant

i ndi cat es:

Ei t her he i's anmongst t he f or enost
manuf actures of tobacco products bearing

generic names

O he has actively engaged in reversed
domai n name hi ghj acki ng usi ng clearly
fraudul ent nmeans to obtain domain name to

which he is not entitled.

His allegation is that the conplainant is
engaged in reversed domai n name
hi ghj acking. He has relied upon a decision
passed by WPO in case of "Asphal t
Research Technol ogy .Inc. Vs. Nat i onal
Press and Publishing, 1Inc." The respondent
has alleged that there is no requirement
for him to affirmatively state the matter

set forth in INDRP procedure Rule 3(b)(3).

REJO NDER FI LED BY THE COMPLAI NANT:

The

rejoinder to the response was submtted by

M. Jagdi sh Purohit. In the rejoinder the name of the

complainant is given as M.Jagdish Purohit. On the

12



bottom of the rejoinder in the hand witing the nanme
Jagdi sh Purohit is mentioned and he has also signed

as Jagdi sh Purohit.

In para no.2 of the rejoinder he has mentioned
the name of the conplainant as Jagdish Purohit He
has also stated that it was typographical mstake in
the complaint. It can be safely presumed that the
conpl ai nant name is "Jagdish Purohit"™ and the word
"Jadgish" as mentioned in the conplaint was a

typographi cal m st ake.

In the rejoinder the conplainant has given his
background as a politician, social worker. He also
claims to maintain various reputed online Indian

Websi tes.

The conpl ai nant has subm tted t hat t he
respondent has not acquai nted hinself with the
I NDRP, the Rules and policy of the N X and the
Rul es and policy of the Registrars and is relying
upon certain cases and the policies wh _ch have no

rel evance to this case.

The conplainant has stated that the respondent
in his reply has not quoted the actual wording of
Rule 4 of |INDRP. His case is that the burden of

proof as per Rule 4 is not upon the conplainant. The
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conpl ai nant submts t hat respondent is not
referencing the INDRP but is referencing to UDRP.
His case is that |INDRP does not put the burden of
proof of any of the clauses of Rule 4 upon the
conpl ai nant and on the contrary it I|Is respondent who
must prove that It does not violate any of the above
and must present evidence and convincing argunents
to support the same. His case in nutshell in the
rejoinder is that it is not the responsibility of
the conplainant to prove the non-conpliance but
rather the responsibility of the respondent to prove
that they are conpliant. He has subnmitted that the
references given by the respondent of WPO cases are
governed by UDRP and they reference rules, which do
not exist in the INDRP. The conplainant has given
the reference of Rule 3 of INDRP and has stated that
it provides that it is registrant's responsibility
to determne whether the registrant domain nane
registration I nfringe or vi ol ate someone el se

rights.

The conpl ai nant thus relying upon the Rule 3 of
| NDRP has subm tted t hat t he regi strant is
responsible while registering the domain name to
ensure that they are not infringing upon the rights

of any third party.
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Relying upon the Clause (d) of Rule 3, the
conpl ai nant has submtted that the registrant was
knowingly in wviolation of INDRP and .IN domain
registration regul ati ons and I ndi an Tr ade and

Mer chandi se Act .

The conplainant has further submtted that the
respondent has violated the above rule and as such
it is a ground for cancellation of the domain nane

as per .IN Registry guidelines.

The conpl ai nant has further submtted that
Clause 8.1 of General Representation and Warranties
of Domai n Regi stration Servi ces Agreement,
specifically provides that the direct or indirect
use of registered domain name should not violate or

infringe any right of any third party.

The conpl ai nant has drawn nmy attention to
Section 15 of +the said agreenment, which enpowers
Regi strar to suspend, cancel or transfer t he
regi stered domain name and any services in the event

of any breach of the agreenent.

The conpl ai nant has further submtted that the
respondent is trying to confuse the matter Dby

referring to the policies relating to .com

15



The conplainant has submtted that UDRP is
different from INDRP and INDRP policy is the only
gui di ng docunent t hat must be referred while

deciding a .IN domain disputes.

The conplainant has further referred to the
policy on t he registry website at

http://www. inregistry.in/policies/advisory/LAO and

has tried to project the relevant portion of the
advisory issued by the .IN registry whereby the
Regi strar wer e advi sed to resist i nvol vi ng
thenmsel ves or through there resellers in any way in
the squatting, gr abbi ng, hoar di ng, auctioning or
selling of the .IN domain name at a higher price

then they are regularly charging from the public.

The conmpl ai nant has subm tted t hat t he
respondent has clearly registered several .IN domain

name for the sole purpose of selling them

The conpl ai nant has further subm tted that
reference of other arbitration proceedings by the

respondent should be treated as "Bad Faith".

The respondent has stated that there were

typing mstake in the conplaint regarding his nanme

whi ch |Is Jagdi sh Purohit.
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The conpl ainant has further submtted that the
ar gunent of t he respondent t hat the Annexure
attached to the certificate is not provided is
basel ess and without a certificate copy how the

respondent proceeded with the argunent in his reply.

At this juncture, it was appropriate to point
out that the respondent plea is that the Annexure is
not attached but only copy of certificate of
trademark is supplied. The conplainant has supplied
the copy of the certificate of trademark and not
Annexure even as per the docunents supplied to the

Ar bi trator.

The conpl ainant has further subnmitted that the
plea of the respondent that the certificate of
registration shall not be used in Ilegal proceeding
or for obtaining registration abroad is of no help

to him

The conpl ai nant has further st at ed t hat

Annexure 04 shows the word as "Business".

However perusal of Annexure 04 shows that the

word mark is "Business". So as the search was made

for the word mark "Business".

17



The plea of the conplainant is that .IN sunrise
policy rules do not make any difference between the
graphical mark and textual mark. His subm ssion is
that for the purpose of domain name registration,
owning a registered trademark is sufficient and in
this regard he has relied upon Annexure 5, (W PO
over view of WPO Panel views of selected UDRP

questions).

The conpl ai nant has further subm tted that
graphical logo does not in any way inmpede the rights
of the party on the textual representation of the
trademark. He has also subnmitted that allegations of
the respondent that the mark is stylized and the
letters are intentionally m shappen is baseless. The
conpl ai nant has further submtted that any |ay
person |ooking at a graphical version of the |ogo
wi || clearly see that it spells out the word

"busi ness" and thus there Is no scope of confusion.

It is also a case of the conplainant that
granting of trademark by the registry establishes
his right in that particular brand nanme. He has
further submitted that only because the registered
trademark is an English word it has not in any
manner weaken the rights of the conplainant therein.

The conpl ainant has alleged that he has been using

18



the mark since 01.03.2001 and applied for it on
17.03.2003 and after all formalities, mark was got

registered.

The complainant submits that he wants his own
country domain to run the website of his product.
The complainant has relied upon the Annexure-6,
7Annexure-7, Annexure-8, Annexure-9, the decision
passed by arbitrators of WIPO wherein the .domain
name were adjudged confusingly similar to a

trademark.

The complainant has thus submitted that
registrant domain name is identical or <confusingly

similar to the trademark of the complainant.

The complainant has further stated that as per
the INDRP, the burden is not upon the complainant to
prove that respondent does not have rights in the
domain name. The complainant has stated that
respondent has failed to prove any legitimate

interest in the domain name "BUSINESS.IN".

The complainant has further submitted that
simply because it is a word in dictionary does not
mean that it becomes Generic. He has further
submitted that the respondent assertion that the

word "business" is a Generic word has no
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relationship or relevance with the INDRP rules. He
has referred to Rule-7 of [INDRP policy to show the
tests that should be applied to determ ne whether

registrant has right to the domain name.

The conmpl ainant has further submtted that the
word "business" with .in represent annexed wth
India and as such cannot be taken to be a Generic
word. He has further submtted that the respondent
as on the date does not have any online website that

has any business interest with India.

The conplainant has further alleged that though
the domain nane is registered for last about one
year, the website had only a page that |isted domain

name for sale.

The conpl ai nant has brought to the notice of
t he arbitrator t hat t hr ough their vendors he
corresponded with the respondent for the purchase of
various domain nanes. The said conmmunication he
states to have annexed as Annexure-10 and further
states that the intention of the respondent is to

sell the domain nane for profit.
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The complainant states that respondent had
registered over fifty (50) .IN domain names on the
first day of opening of registry and intends to sale
ail of them for more than 10,000 euro each. The
complainant has given the details of the wvarious
domain name which are stated to be got registered by
the respondent on the first day of the launch of the
.IN registry in para no.47 of the rejoinder and has
mentioned that except one domain name while the
respondent has sold, these domain names have been

parked for selling them.

The <complainant has brought to the notice of
the arbitrator Annexure-11 a conversation, which
took place between few of German Nationals who have
been speculating how to sell the domain names. It is

stated that one of them is respondent.

The complainant has also brought to the notice
of the arbitrator Annexure-12 to show that
respondent is actively -engaged in the business of

buying and selling domain names.

The complainant has referred to a decision of
WIPO and has filed Its copy as Annexure-13 wherein
it was held that the respondent history as a strong

typo-squatter creates a strong presumption that the

4
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respondent registered and wused the disputed domain

name in bad faith.

The complainant states that the <current action
pertaining to "BUSINESS.IN" clearly demonstrate
respondent intentions and all his actions

demonstrate bad faith.

The complainant submits that simply because
domain name is registered on "first come first serve
basis" does not mean that the person who is

registering them has right to them.

The complainant case is that it is not ability
to register domain name which is to be looked into
but as to whether the respondent has right to domain

name is also to be looked into.

The complainant submits that parking a domain
name and putting automated advertisement on the same
is not considered as a legitimate wusage of the
domain name. The <complainant has relied upon four
decisions of WIPO annexed as Annexure 13, 14, 15 and
16 in support of his ~contention. He has further
stated that in view of the rule 7 of INDRP, the
respondent has failed to prove the usage of the said

domain name or that the respondent is commonly known



by the said domain name and thus has stated that

respondent domain nane "business.in is confusingly
simlar to the trademark of conplainant "Business"
and as such the conplaint be adjudged in his favour

with cost.

The respondent has not reverted the avernents
of the conplainant nmade from para no.45 to 50 of the
rej oi nder wherein the conplainant has stated and
br ought to the notice of the arbitrator t hat
respondent is indulged In selling the domain nanme

for profits.

The respondent has only sent "Whoi s"
information regarding generic nanes held by the
conmpl ai nant. By these docunents placed on record by
the respondent, it is brought to the notice of the
arbitrator that the domain name car.in, hot el . in,

gol d.in, webhosting. in, chat.in, server.in,
mumbai . i n, hyder abad. i n, bonbay. in, adul t.in,
adults.in are got booked by the conplainant and they

are also the Generic word.

The conpl ai nant has also not placed anything on

record to revert to these documents.
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INDRP in its clause 4 describes as to which
types of di spute may result into domain name
conflicts. The conplaint may be filed, if in respect

to the domain name registered, following is found:

i) the Registrant's domain name is identical
or confusingly simlar to a name,
trademark or services mark in which the
conpl ai nant has rights;

ii) the Registrant has no rights or legitimte
interests in respect of the domain name;

and

iii) the Registrant's domain name has been

regi stered or is being used in bad faith.

The clause 6 of the said policy prescribes as
to what constitutes evidence of the registration and
use of a domain nanme in bad faith. The sanme is

reproduced bel ow:

i) ci rcunst ances i ndi cating t hat t he
Regi strant has registered or acquired the
domain name primarily for the purpose of
sel l'i ng, renting, or ot herwi se
transferring the domain name registration
to the conplainant, who bears the name or

is the owner of the trademark or service
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mar k, or to a conpetitor of t hat
conmpl ai nant, for valuable consideration in
excess of the Registrant's docunented out-
of -pocket directly related to the domain

name; oOfr

ii) the Registrant has registered the domain
name in order to prevent the owner of the
trademark or service mark from reflecting
the mark in a corresponding domain name,
provided that the registrant has engaged

in a pattern of such conduct; or

iii) by using the domain name, the registrant
has intentionally attenpted to attract
internet users to the registrant's website
or other on-line location, by creating a
l'i kelihood of conf usi on with t he
complainant's name or mark as to the
source, sponsor shi p, affiliation, or
endorsement of the registrant's website or
|l ocation or of a product or service on the

registrant's website or location

Clause 7 of the said policy indicates the
circunstances to show registrant's rights to and
legitimate interests in the domain name. The sane

are given infra:
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i) before any notice to the registrant of the
di sput e, t he regi strant' use of , or
demonstrabl e preparations to use, t he
domai n name or a name corresponding to the
domain name in connection with a bonafide

offering of goods or services;

ii) the regi strant (as an i ndi vi dual ,
busi ness, or other organization) has been
commonly known by the domain name, even if
the registrant has acquired no trademark

or service mark rights; or

iii) the Registrant is making a legitimte non-
commercial or fair use of the domain nanme,
wi t hout i ntent for commer ci al gain to
m sl eadi ngly di vert consumers or to
tarnish the trademark or service mark at

i ssue.

Initially the stand taken by, the conplainant
was chat decision given by the WPO Arbitration and
Medi ation Centre are not applicable as they are
based on UDRP and are not in accordance with | NDRP.
However, in the rejoinder, he himself has relied
upon the decisions passed by the WPO Arbitration

and Medi ation Centre and has also relied upon the
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W PO overview of W PO views of sel ect ed UDRP

gquesti ons.

In view of the material placed before ne by the
respective parties and |aw settled fromtinme to tine

my observations are as follows:

The domain nanme "business.in" is simlar to the
word business in respect of which conplainant holds

a tradenmark.

The respondent has got registered nunber . of
domain nanmes, at the time of openi ng of .I'N
registry. This has been done obviously by taking
benefit of the fact that .IN registry being in its
initial stage, couldn't presume such practice would
be adopted by the people and as such did not make
any rule to restrict registration of the domain name
especially generic in nature. It was the duty
i ncumbent upon the respondent to prove on record
that it has right or legitimate interest in respect
of the domain name especially when the conplainant
has made specific assertion in his rejoinder, that
the registrant is indulged in the business of
parking and selling the domain nanme. I nstead of
denyi ng categorically or giving any explanation to
the averments made in para no. 45, 46, and 47 of the

rej oi nder, the respondent canme forward with the




docunments to show that the conplainant had also got
regi stered number of domain nanes, which are of

generic nature.

Thus, the respondent has failed to prove that
he has legitimte interest in respect of the domain

name.

The /Annexure filed, as Annexure 10, 11 and 12
with the rejoinder, would show that the respondent is
engaged in the business of buying and selling domain
names. Despi t e, the specific assertion and these
docunents on record, respondent has failed to place

anything on record to prove contrary.

The respondent has failed to fulfill t he

requi rements of Clause 7 of | NDRP.

Thus, it is clear t hat the respondent is
neither having any legitimate interest in the domain
name nor have brought on record the material to show
that it was not got registered in bad faith. On the
contrary, the conplainant has brought on record the
docunents to show that the domain nane was got
registered in bad faith and is confusingly simlar
to a nanme/trademark in which the conplainant has

right.
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The next guestion for determnation arises,
whet her the said domain name should be transferred

to the conplainant as has been requested in the

conpl ai nt . The trademar k "Busi ness" is got
registered by the conplainant in Class-34 for
t obacco, raw or manuf actured snokers' article,

mat ches, ail being goods included in Class 34.

The respondent in its reply has brought to the
notice of the Ld.Arbitrator that the conplainant has
also got registered another trademark "jobs" for

t obacco, raw or manufactured snokers' article, etc.

It has also come to the notice of t he
arbitrator that the conplainant has got registered
anot her trademark by the name "I nternet” for

t obacco, raw or manufactured snokers' article, etc.

The conplainant has made a request in the

conplaint to reverse the domain nane.

It is the settled law that nmere filing an
application for registration of a tradenmark, its
adverti sement in trademar k j our nal and ot her

formalities confirms no right on the applicant

(2002) II AD (Delhi) 223.

s
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The above trademarks which the conplai nant has
got registered are common words, dictionary meaning
and are extensively wused. They are generic words
meani ng thereby that they are available to anyone

and cannot be a right exclusively on an individual

The section 9 and 32 of the Trademark Act
prohi bits use and registration of trademar k
consisting common and/or generic word. To acquire
excl usive right to use generic wor ds li ke
“busi ness", "jobs" or "internet", the conpl ai nant
must show that the words had acquired secondary
meani ng before registration or after registration
and he has acquired reputation or goodwill in them
or that he is known or recognized by that in or
outside market. He nust show that he has acquired
these by wusing them extensively. He should also
prove the length and extent of sales, advertisement,

consumer services areas, media recognition

There is nothing placed on record in this
regard. It is strange as to why these generic words
which have no relationship with products of trade

mar k chosen by the conpl ai nant.

Del hi High Court in the matter Wrld Cup |ICC
Devel opnment (I nternati onal Limted) Vs. Arvee

Ent erpri ses, reported in 2003(7)AD Delhi 405 held

s



that the generic word have dictionary meaning and
are neither specific nor special, they are neither

brand name and nor have any protection or tradenmark.

Sanme principle is adopted by Delhi Hi gh Court
in the case titled as Shri Vijay Ahuja and

Snt.Lalita Ahuja, 2002(95)DLT-3 and 2002(97)DLT-1.

The only stand of the conplainant in support of

his case is that he has legitimte trademark in

I ndi a. I nterestingly, t he conpl ai nant in t he
rej oi nder has given his background. He is a
"Hotliar"™ and a "Politician". He does not anywhere

say that he is running a business for tobacco or
like product. Holding of three "Trade Marks" for
t obacco and like products by the conpl ai nant
presupposes that he should be a big businessman of

t hese products. However, there is nothing on record.

Not only this the respondent has informed that

the conplainant has got registered the follow ng

domain nanes, whi ch consi st common and generic
wor ds:

car.in, hotel .in, gold.in, webhosting.in,
chat.in, server.in, munbai . i n, hyder abad. i n,

bombay.in, adult.in, adults.in
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The above shows that the conplainant is not as

cl ear as he cl ai ns.

It appears to be a case where both the
conmpl ainant and the respondent floats in the sane
boar. There is no reason assigned as to what tenpted
conmplainant to get these domain names registered
especially when he alleges that the respondent is a
squatter and has got registered number of domain
names for the purpose of selling them in the market.
The compl ai nant conduct also does not appear to be

above the board.

It appears to be a case where both the parties
are taking benefit of the drawbacks in the policy
formed for Nat i onal | nt er net Exchange of I ndi a
(NI XI) and have got registered nunber of domain

names of generic nature for the purposes which are

apparent. The compl ai nant' s registration of
trademar ks for three generic names, "busi ness",
"internet", "] obs" for t he "t obacco products”
wi t hout even a single averments either in the

conmplaint or in rejoinder that he is a businessman
dealing in these products shows that the trademarks
were got registered with a planning, wusing comon

and generic words for obvious reasons.
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In view of above, | hold that the respondent is
not entitled to continue with the domin nane,
"busi ness.in" and t he NI XI is directed to

i mmedi ately cancel it and forfeit it.

The prayer of the conplainant to transfer this

domain name to him is rejected in view of the

di scussi on made above.

At this stage, it is ny duty to bring to the

notice of the NI XI what | have observed during these
proceedi ngs. Taking benefit of | oophol es in
policies of NIXI, a practice has been adopted by

such registrants to get registered the domain nane
using generic and comon words. They know about
their value and as such are playing havoc with the
system Registration of mre than 50 domain names,
that is too by using all common and generic words by
the respondent on the first day and number of other
domai n names using generic words by the conplainant,
project alarm ng situation. They have taken benefit
of drawbacks in the policies of NIXlI. Such persons
who got booked number of domain names using generic
and common words deprive those who actually require
t hem NI XI is formed to help to public at |arge and
not to provide platform for earning easy money to

squatters.
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NI XI should immediately take steps 1is stop
squatters to defeat objects for which it was
constituted and given responsibility of managing
affairs of .in. Rules in this regard may be nmade
i medi ately and their conmpliance may al so be

ensur ed.

Reference is decided accordingl

Del hi .' Singh
Date: 12.07.2006 Sol e Arbitrator
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