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IN THE MATTER OF:

M/S Genpact Limited

Canon’s Court

22, Victoria Street

Hamilton, HM 12,

Bermuda. ..Complainant

Versus
Shri Manish Gupta

Lzen Electronics
142, Deepali Enclave,

Pitampura,

New Delhi-110034 ..Respondent
Disputed Domain Name: - “genpact.co.in”.

AWARD :

I, A Complaint wunder .IN Domain Name Dispute

Resolution Policy (.INDRP) has beern filed by the
complainant, wherein I have been appointed as an
arbitrator by the National Internet Exchange of
India (NIXI) to adjudicate wupon the dispute
between the complainant and the respondent.

2. The brief history of the dispute as raised by the

complainant is as under: -

a) The complainant is organized under the laws

of Bermuda, having its principal place of




busi ness at the address given in the cause

title.

b) The complaint is filed by the conplainant
for transfer of t he domai n name
"genpact.co.in" in its favour.

c) The conplaint is filed by the conplainant
t hr ough Vs G tanjali Duggal and Shri
Si dharth Chopr a, its Aut hori zed
Represent ati ves.

d) The conplainant clains that it adopted the
mark "genpact” in respect of its services
since 3 March '2005, the date on which the
domai n name "genpact.conl' was created.

e) The conpl ai nant cl ainms t hat t he mar k
"genpact" forms a part of conplainant's
corporate name/ trading style and is a
service mark used by the conplainant for
all the services provided by it.

s The conpl ainant further clains that:

(i) The respondent domain name "genpact.co.in"
i ncor por at e t he trade nane of t he
complainant and is also identical to the
trademark and service mark ' Genpact'.

(ii) The respondent has no rights or legitimte

interests in respect of the domain nane

"genpact.co.in".

(ii1) The domain nane "genpact.co.in" has been

regi stered and is being used in bad faith.


http://genpact.com

(iv) The domai n name "genpact.co.in
regi stered for the purpose of trafficking.
The conplainant clainms it to be a worldwde
provider of wi de range of business process in
Technol ogy and know edge services having a gl oba

network in 9 countries.

The conpl ai nant clainms that it has invested
enor npus sum  of noney in its pronoti onal
activities and that "genpact" is a coined and
fanci ful term which has no denotative meaning. It

claims that the "genpact" trademark/trading style
is distinctive, has acquired substantial goodw ]|
and is an extrenely valuable commercial asset of
t he conpl ai nant conpany.

The conplainant claims that it has applied for
registration of its trademark "genpact" in India.
It has also applied for registration of the said
trademark in several other countries.

The conplainant <claims that its trademark has
featured in articles and advertisement in various
publications in India as well as outside India
and it has enployed about 22,000 people in India
alone and is a conmpany of repute.

The conpl ai nant cl ai ms t hat its website

"www. genpact.conl' provides extensive information

about services rendered by it. It also holds

various trademarks containing the trade nane

(¥%]
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"genpact" and has given the details of their
nanes in Para No. 9 of its conplaint.

The conplainant <clainms that the respondent who
has got regi stered t he domai n name

"genpact.co.in is seeking to capitalize on the
goodwi I | associated with the trade mark of the
conmpl ai nant and has registered in bad faith the

di sputed domain name which is creating confusion

and deception.

The conpl ai nant further cl ai nms t hat t he
respondent has also got registered the domain

n

name "genpact. in for which also it is taking
action as per |aw.

The conplainant alleges that the respondent has
regi stered or acquired the domain name primarily
for t he pur pose of sel l'i ng, renting or
transferring it to a conmpetitor of t he
conmpl ai nant or the conplainant for a valuable
consideration in excess of the actual cost
i ncurred by t he respondent, directly or
indirectly in getting it registered.

The conpl ai nant apprehends that an Internet wuser
m ght go t he website of t he respondent
consi deri ng it to Dbe the website of t he
conmpl ai nant and would get confused to the extent

that respondent is in some way connected to or

affiliated with the conmplainant. It clains that
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no one other than the conplainant has any right
or justification to use the word "genpact".

The conpl ai nant further subm ts t hat t he
respondent has no justification for havi ng
regi stered the domain name incorporating the word
"genpact". Conplainant clainms that the respondent
appears to be a professional squatter and when
conmpl ai nant's representative approached him on e-
mai | addr ess, he did not respond. When
complainant failed in its attenpt to amcably
settle the matter, he approached the tribunal for
seeking a transfer of the domain name in
guestion.

The conplainant clainms that the disputed donmain
name is an instrument of fraud and deception and
its registration is <causing irreparable |oss,
damage and injury to the conplainant's reputation
and goodwill.

The conplainant as such has filed the present
conplaint praying therein for transfer of the
di sputed domain name in its favour and also to
award cost in its favour.

The respondent has filed his response to the
Conplaint which was received vide mail dat ed
15.01. 2008. The respondent has subnmitted that
they are a smll scal e unit, engaged in

manufacturing of electronic generators comonly

L
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known as invertors and their scope of business is
confined only to India.

The Respondent admts to have got registered the
domai n name "genpact.co.in" and submts that they
adopted Genpact as their trademark some time in
2000 and have been using the same since then.

The Respondent further submts that they are far
prior wusers of mark/domain name (Cenpact) since
they have conceived and adopted their mark way
back in 2000, when the conplainant was not even
in existence although they registered the domain
name "genpact.co.in" in January 2006 alnmst 10
mont hs after when conplainant adopted the domain
name.

The respondent submts that the domain nanme
"genpact.co.in" is related to the products of the
respondent and sounds like the name of a
generator brand. The respondents submts that it
adopted the word "GENPACT® in good faith by
taking first three al phabets " GEN' from the word
generator and last four alphabets 'PACT' from the
word conpact.

The Respondent submts that they have all the
right and legitimte interest in the dommin nane
and they have used the sanme in good faith and not
for the purposes of trafficking.

The Respondent <clains that the respondent, and

for that anyone in India, had never ever heard of
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exi stence of domain nanme/trademark. " GENPACT" as
claimed to have been adopted by the Conplai nant
in March 2005.

The respondent <clainmse that there have been no
advertisenments by the conplainant conpany of any
kind prior to January 2006 of their domain nane.
Even if the conmplainant had tried to advertise
and popularize their domain name between the
period of March 2005 and January 2006, they could
not have succeeded since the period was so short.
The respondent at the time of adoption of the
said domain name nmade thorough inquiries and
found that there was no as such identical domain
name or trademark in India for products of their
nat ure.

The Respondent <clainms that the conplainant did
not have any presence in India in January 2006,
when the respondent adopted their said domain
name "genpact.co.in" and t he cruci al and
i nportant date on which the conplainant has to
prove its claimed goodwill, reputation is January
2006, when the respondent honestly conceived and
adopt ed their t rademar k * GENPACT' and got
"genpact.co.in" registered as its domain nane.
The Respondent <clains that the conplainant has
conpletely and m serably failed to prove that on
January 2006 there was any goodwill attached to

its trademark "Genpact".
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The Respondent clainms that the Conpl ainant's

service mark "Genpact " rel ates to services,
wher eas t he Respondent's mar k/ domai n name
"genpact.co.in" is used in relation to
respondent's product, i nverters (electronic

generators), and the fields of both the parties

being different and their classes of consunmers

bei ng entirely different and di stinct, t he

Respondent's domain name "genpact.co.in" does not

in any manner affects the trademark or the

conpl ai nt .

The Respondent <clainms that the "GENPACT" is a

common word used by inverter and generator

conpanies in the trade and there are several

conmpanies who are using simlar names |ike

" GENPACK' , ' GENPAK' and so on.

The Respondent has filed the follow ng docunents

along with its response

1) Phot ocopy of the Affidavit of Shri Deendayal
Kejriwal, Surat (Gujarat), certifying that
his firm Tirupathi El ectronics has been
purchasi ng goods from the Respondent since
2000- 2001 for sale.

2) Representation of Respondents mark ' Genpact'
as applied for Regi strati on by t he
Respondent with the trade mark registry,

showi ng user as 01-02-2000.



27.

28.

3) I nvoices/sale Bills of the Respondent al ong
with transport contractor's Consi gnment
receipts.

The Claimant has filed the rejoinder to the

response of Respondent.

The Conpl ai nant in its rejoinder denies the

contents of the Respondent's reply and subnmts

that: -

1) The use of domain names "genpact.in" and
"genpact.co.in", by t he respondent, i's
clearly in bad faith and it is a prima facie
case of cyber-squatting, with an intention to
comrercially expl oit t he Compl ai nant' s
reputation

2) The fact that the Respondent never hosted
websites under the disputed domain nanes
further substantiate the bad and malafide
intentions of the Respondent. The argunment is
supported by a WPO case "Telstra Corporation
Limted v Nuclear Marshmall ows (WPO Case No.
D2000- 0003) wher e an Arbitration panel
observed" t hat t he Respondent's passi ve
hol ding of the domain name for a substantial
period of time can be taken into account in
concluding bad faith use of a domain name".
Simlar view was taken in the ~cases of

Jupiter Limted V. Aaron Hal l D2000- 0574,
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(Transfer) and Ladbroke Group Pic v. Sonoma
I nternati onal LDC D2002-0131, (Transfer).
The Conplainant clainms that the Respondent is a
prof essi onal Cyber Squatter as
1) The Respondent has created fictious
identities to register domain nanes such
as "SCRAP.IN' and "NCR.IN." The domain
names " SCRAP. | N" and genpact.co.in are

registered on the same name, Shri Krishan

Kumar Heda, and emai | ID
kri shanheda@otmail.com the emil |D of
the Respondent. The Registrant's phone

nunber, as evident form the WHO S report

for t he domai n names, is same for
"genpact.co.in", "genpact.in" and NCR.IN.
2) The respondent, subsequent to filing of

the present conplaint, changed its details
such as email |ID and name servers, in the
WHOI S dat abase of the '.in registry' which
is evident from the printouts of WHO S
reports filed by t he Conpl ai nant as
exhibit to the rejoinder.

The Conpl ai nant claims that the Respondent is not

the prior wuser of the mark in dispute as the

Respondent has failed to file any evidence in

support of this contention.

The Conplainant claims that the Affidavit filed

by the respondent is procured by the Respondent.
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The conplainant claims that the disputed domain
name is not associated with the Respondent entity
and latter had made no indication of its
association with the inpugned brand " GENPACT".

The Respondent <clains that the disputed domain
name s not associated with the Respondent's

website www. | zenel ectronics.com until recently.

It is only subsequent to filing of the present
conplaint that the Respondent has started using
the Complainant's trademark ' GENPACT' on the

website www. | zenel ectronics.com In support of

this claim the Conplainant has filed a printout
of a cache menory (Googl e's cache of

(http://ww. | zenel ectroni cs. con’ contactus. ht m as

retrieved on 20 Nov 2007 03:06:18 GMI) of the
respondent's website, which shows that Respondent
did not wuse the mark 'GENPACT' <c¢cn the website
earlier.

The Conmplainant clains that the copies of cash
memos and invoices filed by the Respondent are
only from the vyear 2006 and no evidence s
produced which confirms that the Respondent was
usi ng " GENPACT' prior to January 2006.
Conpl ai nant further clainms that the copies of the
invoices and cash neno filed by the respondent
are fabricated and procured only for the purpose

of reflecting use of the mark ' GENPACT'.

11
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The compl ai nant clai nms t hat t he Respondent
adopted the inmpugned mark "GENPACT" on 19 Jan
2006 and since then they have failed to possess a
website that has any relevance or indication of
the impugned mark being a source or a brand of
the respondent entity. The conpl ainant clains
that it's only after the domain name conplaint
that the Respondent has attenpted to denonstrate
its use by hyper linking the disputed donmain
names, "genpact.co.in" and "genpact.in" to its

main website "www. | zenel ectronics. cont.

The conplainant submts that the respondent has
intentionally attenpted to attract internet users
to the disputed website and from there to its
other on-line location, by <creating confusion
with the conplainant's trademark as to the

source, sponsor shi p, affiliation, and/ or

endor senment of the respondent's website. The
conpl ai nant submits that in Barney's Inc v. BNY
Bull etin Board, WPO Case no. D2000-0059 it was
held that the registration of a domain nane
containing a fanous mark is a strong evidence of

bad faith.

The Conpl ai nant submts that the respondent has
its busi ness in the i nverter i ndustry and
therefore its rationale of combining, "GEN' from
"GENERATOR" and "PACT" from "COMPACT" is nerely

an after thought and an attenmpt to create |egal
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rights and interest to legitimze the bad faith
regi stration. The Conpl ai nant further subm ts
that inverter and generator are not synonymns.

The Conpl ai nant submts that if the conplainant
owns a registered trademark then it satisfies the
t hreshold requirement of having trademark rights

The location of the registered trademark and the
goods and/or services it is registered for are
irrelevant when finding rights in a mark. The
cases referred by the conplainant are as foll ows:
Uni r oyal Engi neered Products, I nc. V. Nauga
Net wor k Servi ces D2000- 0503, (Transfer) And
Consorzio del Formaggi o Parm gi ano Reggiano v. La
casa del Latte di Bi bulic Adriano D2003-0661,

(Transfer).

The Conpl ai nant submts t hat t he website
" GENPACT. CO. I N" does not comuni cat e or
illustrate the existence of any invertors or
el ectronic goods which go by the nane of
" GENPACT" .

The Conpl ainant submits that illustrations given
by the Respondent of various brands starting wth
"GEN'" are wused by entirely different entities.
The Conpl ainant submts that none of the brand
names are identical in their conbination of words
and sound, either visually or orally.

Vide mail dated 31.01.08, Shri R K. Aggar wal

Counsel for the Respondent informed that the

13
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respondent was not interested in contesting the
matt er on nerit and requested to keep the
proceedings in abeyance for few days to file a
conmprom se.

Vide mail dated 31.01.08, the Arbitrator infornmed
to Shri R K. Aggarwal that his request would not
be entertained in case, the copy of the said mail
was not sent to the other party and to NI XI.

After mail dated 31.01.08 by the Arbitrator, Shri
R K. Aggarwal Advocate resend the earlier emnil
dated 31.01.08 on 02.02.08 requesting to keep the
proceedi ngs in abeyance, this tinme copying the
mail to all the necessary parties.

The Arbitrator also received mail dated 06.02.08,
sent by Shri Sidharth Chopra, For Saikrishna &
Associ at es, Counsel for t he Conpl ai nant ,
requesting to grant time to the parties to
explore settlenment.

Thereafter nothing was heard from both the
parties. Vide mail dated 21.01.08, NI XI enquired
the probable date for giving the decision as two
mont hs from the date of comencement of
proceedi ngs were about to expire. It was brought
to the notice of the Arbitrator by N Xl that
cl ause 5(C) of | NDRP rul es of Procedure
sti pul ates 60 days time frame for gi ving

arbitration decision.
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Through its legal officer, N X was informed by
the Arbitrator about the request made by the
parties vide mail dated 22.02.08. However
parties were given 10 days of time to finalize
the comprom se, from the date of the mail i.e.
22.02. 08.

Since no conpromse was received despite mai
dated 22.02.08 sent by the Arbitrator nor any
information was received from them about the
settling of di spute in t he arbitration
proceedi ngs, Kkeeping in view the time frane given
in the INDRP rules of procedure framed there
under, vide mail dated 08.03.08, the parties were
informed that the arbitrator would proceed with
the matter as per |aw

That since till date no response is received
either from the petitioner or from the respondent
nor they have filed any conprom se before the
Arbitrator, the arbitrator is passing the present
award considering that the parties probably could
not conme to any settlenment out of the arbitration
proceedi ngs and as such preferred neither to file
the conmpromise nor to inform to the arbitrator
the conclusion of their talks. The Conplainant
vide letter dated 24.01.08 requested for personal
heari ng. The Arbitrator, after going through the
pl eadings did not find any need of calling the

parties for personal hearing.

15
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The .IN Domain nane dispute resolution policy
cl ause 6 provides as to what Evi dence  of
Regi stration and use of Domain Nanme in bad faith
is required. The said clause is reproduced as
under .

Clause 6: Evidence of Registration and use of

Domain name in Bad Faith: -

For the purposes of Paragraph 4 (iii) , the
foll owi ng circunst ances, in particul ar but
without limtation, if found by the Arbitrator to
be present, shall be evidence of the registration
and use of a dommin nanme in bad faith:
circumstances indicating that the Registrant has
regi stered or acquired the domain name primarily
for the purpose of selling, renting, or otherw se
transferring the domain name registration to the
Conmpl ai nant, who bears the name or is the owner
of the trademark or service mark, or to a
conpetitor of t hat Conpl ai nant for val uabl e
consideration in excess of the Registrant's
docunment ed out-of-pocket <costs directly related
to the domain name; or
The Registrant has registered the domain name in
order to prevent the owner of the trademark or
service mark from reflecting the mark in a
corresponding domain nane, provi ded that the
Regi strant has engaged in a pattern of such

conduct; or
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ii) by wusing the domain name, the Registrant has

intentionally attenpted to attract internet user
to the Registrant's website or other on-line
| ocation, by creating a |ikelihood of confusion
with the Conplainant's name or mark as to the
source, sponsorship, affiliation, or endorsenent
of the Registrant's website or |ocation or of a
product or service on the Registrant's website or

| ocati on.

From the above question arises whether t he
conpl ai nant is entitled for the transfer of

n

domai n name "genpact.co.in" in its favour?

In the conplaint the conplainant has all eged that
the Respondent has got registered the domain nane
"genpact.co.in" in bad faith and has stated that
the Respondent has registered the domain nane
primarily for the purpose of selling, renting and
transferring it to a conpetitor of t he
conpl ai nant for a valuable —consideration in
excess of actual cost incurred.

The Conpl ainant submits that it is a well-known
name in the domestic and international market and
has adopted ' GENPACT' as their trademark in
number of countries. The Conplainant has filed
exhi bits showing the number of countries in which
it has acqui red ' GENPACT' as its domai n

name/ Trademar k. The conpl ai nant also alleges that

the respondent is seeking to capitalize on the
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goodwi | | associated with the trademark for the
domain name. In support of this contention the
Conpl ai nant has referred to WPO case nunber
D2000- 0059, it was observed, "Registration of a
domain name containing a fanpbus mark is strong
evi dence of bad faith". The conpl ai nant
apprehends that an internet user mght go on to
the website of the respondent considering it to
be the website of the conplainant and woul d get
confused to the extent that respondent is in sone
way connect ed to or affiliated with t he

conpl ai nant .

The respondent clains that they have been engaged
in manufacture of inverters and adopted the nanme
" GENPACT' from Generator and Conmpact . The
respondent further clainms that it has been doing
busi ness under the name ' GENPACT since 2000
whereas the website which appears on web address

"www. genpact.co.in" does not in any way shows

that the Respondent is selling the inverters
under the name of ' GENPACT' .

The respondent is holding the domain name since
2006 without hosting a proper website related to
Respondent's products. For this Conplainant has
relied upon WPO case "Tel stra Cor poration
Limted v. Nuclear Marshmallows" which says that
the respondent's passive holding of the domain

name for a substantial period of time can be
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taken into account in concluding bad faith use of

a domain name". A simlar view was adopted in
case of Jupiters Limted v. Aaron Hall D2000-
0574, (Transfer) and Ladbroke Group Plc. v.
Sonoma | nternational LDC D2002-0131, (Transfer).

The Conplainant has filed a printout of Google

cache menmory  of "www. | zenel ectroni cs. com' as

retrieved on 20 Nov 2007, which shows that the
Respondent was not using the mark ' GENPACT
earlier on its website. The Respondent nade
changes to the website at a later stage.

The conplainant alleges that the Respondent is a
prof essi onal Cyber squatter and has registered
ot her domai n names such as "NCR. I N and
"SCRAP. I N' for which the Respondent has failed to
provide any explanation. In support of this
contention t he Conpl ai nant has filed t he
printouts of WHO S report for the domain nanmes
registered in the nane of the Respondent which
also shows that the Respondent made changes to
the WHO' S registry after the conplaint was filed

to m sguide the Tribunal

The above di scussi on woul d show that t he
Respondent has acquired the domain nane in bad
faith, primarily for the purpose of selling or
transferring it to the Conplainant or others for
a valuable consideration. Apprehension of the

Conplainant is <correct to the extent that an
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Announced and publlisihed: on 24.03.2008.

internet user mght go on to the website of the
respondent considering it to be the website of
the conplainant and would get <confused to the
extent that respondent is in sone way connected
to or affiliated with the conpl ai nant.

The exhibit filed by the Conplainant shows that
the word "GENPACT" is the trademark of the
Conpl ai nant which it has got regi stered at
various countries and for its registration in
India it has also nmved an application in
Trademark Registry, Gover nnment of I ndi a. The
Conpl ai nant has also filed an exhibit show ng
various countries in which it holds the 'GENPACT
as its trademark/domai n nanme.

In the above circunstances | hold that the
Respondent has booked the domain name in bad
faith and directs the registry to cease the said
domai n name "genpact.co.in" from the Respondent
and transfer it to the Conplainant as per its
rules and procedure. | also direct the Respondent
to pay Rs. 60,000/- (Rupees Sixty Thousand Only)
as t he cost of t hese proceedi ngs to the

Conpl ai nant .

ingh
Arbitrator

C-3/My document/Maya/other/Award of M/s Genpect Limited Va. Mr. Manish Gupta
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