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ARBITRATION AWARD
JN REGISTRY - NATIONAL INTERNET EXCHANGE OF INDIA [NIXI]

IN Domain Name Dispute Resolution Policy

INDRP Rules of Procedure

Disputed Domain Name: <teva-api.in>
INDRP Case No. 1502
Before the Sole Arbitrator: Mr. Maram Suresh Gupta

IN THE MATTER OF:

TEVA Pharmaceuticals Industries Limited
5 Basel Street,

Petach Tikva 49131.

Israel. Complainant

Versus

Teva API

2-G, 2-H, 2-1, Ecotech - II

Udyog Vihar

Greater Noida — 201 308

India. e Respondent
1. The Parties

a) The Complainant in the present arbitration proceedings is TEVA Pharmaceuticals
Industries Limited (hereinafter referred as ‘Complainant’), with its office at 5 Basel
Street, Petach Tikva 49131, Israel. The Complainant is represented by M/s SILKA
AB, Strandvégen 7A, 114 56 Stockholm, Sweden, Phone: +46 (0) 707399221, Email:

disputes @silkalaw.com.

b) The Respondent in the present arbitration proceedings is Teva API (hereinafter

referred as ‘Respondent’) having postal address: 2-G, 2-H, 2-1, Ecotech — II, Udyog

Vihar, Greater Noida — 201 308, India, having email id as: contacttevaapi @ gmail.com

and sales @teva-api.in. These contact details of the Respondent were provided by NIXI
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from WHOIS database and the same were also provided by the Complainant in its
amended complaint dated 17" anuary 2022.
2. The Disputed Domain Name and The Registrar

a) The following information about the disputed domain name and the registrar is as per
the information furnished by the Complainant in its complaint and supporting
annexures.

b) The disputed domain name is <teva-api.in> which was registered on 6™ July 2021
and was set to expire on 6™ J uly 2022. Based on information from WHOIS database,
the registrant client ID is T8SKPIQEJD6PSSFH and registrant ROID is
D683F169BA174BDABDC311FA72C4CAA4-IN.

¢) The accredited Registrar with whom the disputed domain name was registered is
Namecheap, Inc, USA.

3. Procedural Timeline

a) The present arbitration proceeding is as per the .IN Domain Name Dispute Resolution
Policy (the “Policy”), adopted by the National Internet Exchange of India [NIXI] and
the INDRP Rules of Procedure (the “Rules”), under the Indian Arbitration and
Conciliation Act, 1996. By registering the disputed domain name with a NIXI
accredited Registrar, the Respondent agreed to the resolution of disputes according to
the Policy and the Rules thereunder.

b) NIXI vide its email dated 8" February 2022 requested the availability of Mr. Maram
Suresh Gupta to act as the Sole Arbitrator in the present matter. In return, on the same
day, I have indicated my availability and accordingly submitted the fully signed
Statement of Acceptance and Declaration of Impartiality and Independence, which

complied with the .INDRP Rules of Procedure.
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c)Pursuant to the above acceptance and declaration of the Sole Arbitrator, NIXI
appointed, vide in its email dated g™ February 2022, Mr. Maram Suresh Gupta as the
sole Arbitrator and the same was also intimated to both the Complainant and
Respondent (hereinafter referred as ‘parties’). Following this, on the same day, g™
February 2022, a notice having directions to both the parties was issued by me. In the
said notice, the Complainant was directed to furnish copies of the complaint along with
supporting annexures to the Respondent both via email and courier. In addition, the
Respondent was also directed to file his response to the complaint within 10 days from
the date of notice. Further, the Complainant was also instructed to furnish confirmation
copies of both the means of communication to the Arbitrator with a copy to NIXI.

d) After my follow-up, the Complainant served copies of the Complaint and its supporting
annexures via email to the Respondent. The email confirmation copies sent to the
respondent were submitted to the panel by the Complainant with a copy to NIXI, dated
18™ February 2022. No hard copies were served to the Respondent as the Respondent is
using official address in the WHOIS of the Complainant. That means that the complaint
and its annexures will be sent to the Complainant (not to the Respondent) as the
Respondent has impersonated the Complainant’s company details/ address, as informed
by the Respondent to the panel dated 18" February 2022 and was also mentioned in the
as filed Complaint. Accordingly, the panel exempted the Complainant from sending
hard copies to the Respondent as it does not serve any purpose. The Respondent failed
to reply within in the allotted time of 10 days. In the interest of justice, I have provided
an additional time of 5 days to file a reply to the Complaint. Nonetheless, till today, the
Panel has not received any reply from the Respondent. Accordingly, the present award

is passed based on the merits.
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4. Factual Background

a)

b)

The Complainant has made the following submissions in support of its complaint against

the Respondent. The contentions are detailed as follows:

A perusal of Annexure VI indicates that the Complainant is one of the oldest generic
pharmaceutical companies in the world and was established in 1901. It is actively
involved in supplying high-quality Active Pharmaceutical Ingredients or drug
substances to different customers in the world. Similarly, a perusal of Annexure X also
indicates its 17 years of presence/ operations in India with focus on building local
manufacturing and R&D capacity.

Primarily, the Complainant has two main domain names (a) www.tevapharm.com and

(b) www.teva-api.com. Secondly, in 1975, the Complainant registered its first word

mark TEVA in Israel. As regards India, the mark TEVA was registered in 2016, bearing
application number 3248985, and TEVA API registered in 2019, bearing application
number 4369984 and 4369985 under different classes (see Table 1). Most importantly,
Annexure IV provides registration certificates (see Screenshot # 1 provided three
certificates for reference) for the device marks of TEVA and TEVA API as per the
Trademarks Act, 1999. The said mark is registered under different classes of
trademarks. In addition to trademark registrations in India, the Complainant has also
registered the marks in different countries such as USA, UK and the respective

certifications are provided under Annexure IV.
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Table 1: Registered trademarks of the complainant in India

Trade Mark Reg No. | Date of Application | Country | Class

1 t 3248985 28 April 2016 India 99
eva

2. |teva | apl| 4369984 | 02 September 2019 India 1

3. |teva |api| 4369985 | 02 September 2019 | India 35

a)

b)

a)

b)

Parties contentions:

Complainant: The Complainant contends that the disputed domain name <teva-api.in> is
identical and/or confusingly similar to the trademark in which the Complainant has rights.
Secondly, the Compliant contends that the Respondent has no rights and legitimate
interest in respect of the disputed domain name. Thirdly, the Complainant contends that
the Respondent has registered the disputed domain name and has been using the same in
bad faith.

Respondent: The Respondent did not reply to the Complainant’s contentions even after
providing a fair opportunity. It is pertinent to reiterate that till today, this Panel has not
received any reply from the Respondent’s.

Discussion and Findings

As per Paragraph 4(i) of the Policy, the Complainant is required to show that it has a right
in the trademark which it intends to assert. Based on the documents furnished by the
Complainant it is evident that the trademarks TEVA and TEVA API per se are registered
since 2016 and 2019 respectively, in India (see Annexure IV).

In addition, the Complainant has never authorized the Respondent in any manner
whatsoever to offer the goods/ services for sale under its registered trademark TEVA and

TEVA API Therefore, from the averments made by the Complainant, it is clear that the
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)

d)

Respondent is neither a licensee nor has it otherwise obtained the authorization of any
kind whatsoever to use the registered trademarks of the Complainant. Accordingly, the
Respondent does not have any legitimate interest and it appears that the Respondent has
registered the disputed domain name only to enrich itself unjustly from such unauthorized
adoption and registration.

Once the Complainant makes a prima facie case showing its legal rights and lack of any
kind of rights/ authorizations to the Respondent from the Complainant, the Respondent
must come with proof of legitimate interest in the disputed domain name to rebut the
presumption. Nonetheless, the Respondent failed to file any reply whatsoever as on today.
I have also provided additional time to file necessary reply/ response. But, the
Respondent failed to file any reply towards the Complaint filed by the Complainant.
Accordingly, I have decided to proceed based on the merits in the case to pass an award.
In light of the above circumstances, my decision is based upon the assertions; evidences
presented by the Complainant and inferences drawn from the Respondent’s failure to file
the response despite offering sufficient opportunity and time to do so.

Issues in the Dispute

The Complainant invoked Paragraph 3 of the Rules to initiate arbitration proceedings by
filing a Complaint with NIXI. The Respondent in registering the disputed domain name
has submitted to the mandatory arbitration proceedings in terms of Paragraph 4 of the
Policy, which determines the essential elements for a domain name dispute, which are as
follows:

e Whether the disputed domain name is identical or confusingly similar to the registered

trademark (legal right) of the Complainant?
® Does the Registrant/ Respondent have any right or legitimate interest in the disputed

domain name?
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e Does the disputed domain name of the Registrant/ Respondent is registered and is
being used in bad faith?
All the above three essential elements are discussed in the following sections:

Essential Element No. 1: Whether the disputed domain name is identical or confusingly

similar to the registered trademark (legal right) of the Complainant?

The test for confusing similarity involves a comparison between the registered trademark
and the disputed domain name (<teva-api.in>). The Complainant has provided sufficient
evidence (Annexure — IV: provides trademark registration details pertinent to India and
also foreign countries) in support of its trademark rights for the marks TEVA and TEVA
APIL. Most importantly, the disputed domain name (<teva-api.in>) is identical and/or
confusingly similar to the Complainant’s registered trademark.

In the present case, the disputed domain name incorporates the Complainant’s registered
trademark TEVA API in its entirety. In order to assess confusing similarity, it is
permissible for the Panel to ignore the country code Top-Level Domain (“ccTLD”) “.in”.
This in combination with the above mentioned evidence of the Complainant satisfies the
Panel that the disputed domain name registered by the Respondent is identical or
confusingly similar to the Complainant’s registered trademark. Therefore, the
complainant has satisfied the first essential element.

Essential Element No. 2: Does the Registrant/ Respondent have any right or legitimate

interest in the disputed domain name?

Firstly, from the submissions of the Complainant it is clear that they have never
authorized the Respondent in any fashion whatsoever or otherwise not licensed to use its
registered trademarks TEVA and/or TEVA API for registration of the disputed domain
name and the use of associated email Ids thereof. Besides, the Panel notes that the

Respondent’s failed to provide response/ reply to the contentions raised in the complaint
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by the Complainant. This behaviour of the Respondent is an indication of lack of
legitimate interest towards the disputed domain name. The Complainant relied on a case
law WIPO D2021-1758 that offers a clear explanation for the term ‘bona fide’, recited
below:

“The words “bona fide’’ must encompass the Respondent’s knowledge and motives

in_choosing the name in question — if done deliberately to trade off, or take

advantage of the Complainant’s name or reputation, and then the ‘“bona fide”

requirement is not met.”

From the evidences (Annexure VIII and IX) furnished by the Complainant, it abundantly
confirms the fraudulent attempts of the Respondent in gaining illegal monetary benefit by
using the name of the Complainant is not at all “bona fide”. In other words, it is a fraud
played by the Respondent. Accordingly, the Panel noticed nothing in the case that
suggests the Respondent’s ‘bona fide’ use of the disputed domain name (<teva-api.in>)

or the use of email Ids (sales@teva-api.in) associated with it.

Secondly, the Respondent has committed fraud by providing the organization name
(TEVA API) of the complainant with Greater Noida address, in WHOIS, at the time of
registering the domain name. This is a clear case of impersonating the Complainant. In
addition, the Respondent/ registrant has used the disputed domain name to pretend that it
is the Complainant and in particular created false emails pretending that they are genuine
emails coming from the Complainant to its customers.

Thirdly, the burden of proof to establish legitimate interest over the disputed domain
name lies with the Respondent. However, the Respondent failed to establish any kind of
legitimacy whatsoever towards the disputed domain name. In addition, from the
evidences (Annexure VII, VIII and IX) filed by the Complainant it is clear that the
Respondent is using the disputed domain name to gain fraudulent financial benefits by

exploiting the registered and well-known trademark, TEVA API, of the Complainant by
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offering different drug substances (Active Pharmaceutical Ingredients) under the brand/
mark for sale to different customers of the Complainant. Accordingly, the Complainant
has made prima facie case that the Respondent has no right or legitimate interest in the
disputed domain name. Therefore, the complainant has satisfied the second essential
element.

Essential Element No. 3: Does the disputed domain name of the Registrant/ Respondent

is registered and is being used in bad faith?

The Complainant’s use of trademark TEVA dates back to 1970’s. They have acquired
tremendous goodwill and popularity over a period of time. A simple search in internet by
the Respondent would have resulted in knowing the existence of ‘TEVA’, ‘“TEVA API’
and its services in the domain of pharmaceuticals. Accordingly, in light of the above
explanations, it can be held without any ambiguity that the Respondent have targeted the
Complainant’s registered trademark, domain names, its associated email Ids, and
importantly its brand reputation when registering the disputed domain name to gain
illegal financial benefits.

From the evidences filed by the Complainant (Annexures —VIII and IX in support of the
fraud played by the Respondent using company name, address and GST registration
number), it is abundantly evident that the Respondent has malafide intention to lure
prospective customers and make illegal commercial gains using the email id sales @teva-
api.in of the disputed domain name. In December 2021, Complainant was informed about
sale of drug substances was being made in India via the disputed domain name/ its
associated email ID thereof. Relevant excerpt from Annexure VIII is provided below

Screenshot # 2.
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“"Two weeks ago, we received an email to our general inbox with
someone telling us they have been offered APIs by a Teva api
employee called Mr. Ataur David. We checked and this employee does

not exist, neither does the email sales@teva-api.in they are providing.

Today I saw a separate email where the sender wants to register a
complaint as they claim to have paid to Mr. Ataur David, never

receiving the product.”

"The below looks like a scam - someone from sales@teva-api.in is

sending price offers to a trader in India. We need to take care of this,

could you please advise on the next steps?”

Screenshot # 2: Excerpt from Annexure VIII showing email Ids and fake employee of
the Complainant.

In fact, it is evident that the Respondent has made illegal financial gains using the email-
id by attracting innocent customers. Thereafter, the innocent customers who lost their

hard-earned money raised the complaint — see Screenshot # 3 with the Complainant.

Dear Sir/Madam,

Greetings of the day,

This is Somnath Saha, Purchase Executive from Soumi's Herbal Products Pvt. Ltd.
Kolkata, India

We are reputed Cosmetic Manufacturer and Supplier at Kolkata, India

I ordered two API's from your Company, Teva API India Pvt. Ltd. Plot No. 2G, 2H & 21
Udyog Vihar, Greater Noida, Noida, 201308 India

CIN: U74899DL2002PTC138679 and GST Number: 27AAACI7787F178 as on 01.12.2021

As per my discussion with Mr. Ataur David I ordered the API to your company in the mail
address : sales@teva-api.in

I made the payment of Rs.42,775/ as on 02.12.2021 to your company.

After the payment, there is no information about the order. And TIt's been 11 days that there is no
information.

And, the consulting person Mr. Ataur David didn't pick up my call and whatsapp.

He also avoids my mail.

So, it's my humble request in front of you, kindly let me know about my order.

Please help us regarding the same.

Screenshot # 3: Excerpt from Annexure IX
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Considering that the Complainant’s trademark is well-known and that the Respondent
most certainly had knowledge of the Complainant’s trademark, the Panel finds that the
disputed domain name was registered and is used in bad faith (Annexures —VIII and IX).
In light of the above, it is evident beyond reasonable doubt that the Respondent has
adopted the disputed domain name in bad faith. Therefore, the complainant has satisfied
the third essential element.

7. Decision

The Complainant has succeeded in establishing all the three essential elements of the .INDRP

Policy.

In light of the above discussions and in accordance with the Policy and Rules, the Panel

directs the transfer of disputed domain name <teva-api.in> to the Complainant with a request

to NIXI to monitor the transfer.

In the facts and circumstances as discussed above, I deem it is appropriate to order the

Respondent to pay cost of INR 1,00,000 (One lakh rupees only) for present proceedings to

the Complainant.

This award is being passed within the statutory deadline of 60 days from the date of

commencement of arbitration proceedings.

M Goul. Guplay

Maram Suresh Gupta
Sole Arbitrator

Date: 6™ March 2022
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