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E-Skamp No. IN-DLOS568478465587F

ARBITRATION AWARD

-IN REGISTRY - NATIONAL INTERNET
EXCHANGE OF INDIA
.IN domain Name Dispute Resolution Policy
INDRP Rules of Procedure

IN THE MATTER OF:

SBI Card & Payment Services Pvt. Ltd.
Unit 401 & 402, 4th Floor,

Aggarwal Miliennium Tower,

E-1, 2, 3, Netaji Subhash Place,
Pitampura,

New Delhi-110034

..... Complainant
VERSUS
Gerasimos Ampatielos
Keramies,
Kefalonia-28100,
Greece
..... Respondent

THE PARTIES

The Complainant in this administrative proceeding
is SBI Card & Payment Services Pvt. Ltd., Unit 401
& 402, 4% Floor, Aggarwal Millennium Tower, E-1,
2, 3, Netaji Subhash Place, Pitampura, New Delhi-
110034.

The Respondent is Gerasimos Ampatielos Keramies,
Kefalonia-28100, Greece.

THE DOMAIN NAME AND REGISTRAR

The disputed domain name <www.sbicard.in> has
been registered by the Respondent. The Registrar

with whom the disputed domain is registered is

G



Dynadot LLC ({R117-AFIN), 210 S Ellsworth Ave
#345, San Mateo, CA 94401, US.

3. PROCEDURAL HISTORY

3.1

3.2

3.3

3.4

The Complaint was filed with the .In Registry,
National Internet Exchange of India (NIXI),
against Gerasimos Ampatielos Keramies,
Kefalonia-28100, Greece. The NIXI verified that
the Complaint together with the Annexures to
the Complaint had satisfied the formal
requirements of the .in Domain Name Dispute
Resolution Policy (“The Policy”) and the Rules

of Procedure (“The Rules”).

In accordance with the Rules, Paragraph-2(a)
and 4(a), NIXI formally notified the Respondent
of the Complaint and appointed me as a Sole
Arbitrator for adjudicating upon the dispute in
accordance with  The  Arbitration and
Conciliation Act, 1996, Rules framed there
under, .In Dispute Resolution Policy and Rules
framed there under on, May 23, 2017. The
parties were notified about the appointment of

an Arbitrator on May 23, 2017.

The Panel has submitted the Statement of
Acceptance and Declaration of Impartiality and
Independence, as required by NIXI to ensure

compliance with the Rules (paragraph-6).

NIXI, by its email of May 25, 2017 informed me
that hard copy of the complaint along with

Annexures sent to the respondent by courier
)

!



3.5

3.6

3.7

3.8

were not delivered as the given city and zip
code was wrong. The complainant was advised
to provide the correct city and zip code by
NIXI, by its e-mail of 29t May, 2017. The
complainant  complied with the  said
requirement by its e-mail of May 29, 2017 and
NIXI forwarded the said information to the
courier agency on the same day.

NIXI also forwarded complete record of the
complaint and annexures to the respondent
electronically by its email of May 23, 2017 and
the said e-mails were duly served on the
respondent.

The respondent was granted ten days time to
file his response by this panel vide e-mail
dated June 10, 2017. Since no response was
filed within the prescribed period of time of ten
days, the respondent was intimated about the
default by e-mail of June 22, 2017 and was
informed that the matter will be decided on the
basis of the material available on record and in
accordance with law.

The respondent neither respond to the e-mail
of June 22, 2017 nor filed any response to the

complaint.

The Panel considers that according to
Paragraph-9 of the Rules, the language of the
proceedings should be in English. In the facts
and circumstances, in-person hearing was not
considered necessary for deciding the
Complaint and consequently, on the basis of

the statements and documents submitted on

record, the present award is passe<@/



4.

FACTUAL BACKGROUND

4.1

4.2

The Complainant is the joint venture between
State Bank of India ("SBI") and GE Capital
Corporation ("GE") of USA. In tenns of the
Joint Venture Agreement between SBI and GE,
two companies ﬁamely Complainant and & GE
Capital  Business Process ~ Management
Services Private Limited ("GECBPMSPL') were
incorporated in the year 1998 to run an

manage the credit card business of SDI. The
Corhpla_inant markets and distributes Credit
Cards wunder the brand SBI CARD and
GECBPMSPL handles the technology and
processing needs for the SBI CARD branded
Credit Cards. Complainant is the subsidiary of
SBI and SBI has more than 60% shareholding
in the Complainant. The Complainant offers
Indian consumers extensive access to a wide
range of world-class, value-added credit cards
under the brand and trade mark SBI CARD.
The complainant is the registered proprietor of
mark SBI CARD under the provisions of the
Trade Marks Act, 1999 in respect of variety of
services falling in classes 36, 38 and 42 as per
the particulars mentioned in the complaint.

The mark SBI CARD is being used since 1998.

The complainant is also the owner of domain

name www.sbicard.com created on May 4,

1999 and has an active website under the said



4.3

domain providing information with respect to

the products and services of the complaint.

The disputed domain name <sbicard.in> was

registered by the respondent on July 19, 2015.

PARTIES CONTENTIONS

S5A

5A.1

COMPLAINANT

The Complainant is the joint venture
between SBI and GE. In terms of the Joint
Venture Agreement, two companies namely
the Complainant and "GECBPMSPL" were
incorporated in 1998 to run and manage the
credit card business of the SBI under the
brand and trade mark SBI CARD. The
Complainant markets and distributes SBI
CARD and GECBPMSPL handles the
technology and processing needs for the SBI
CARD Credit Cards. Complainant is the
subsidiary of SBI. The two joint ventures
offer Indian consumers extensive access to a
wide range of world-class, value-added
payment products and services through SBI
branded credit cards offered by the

Complainant.

SA.2 Complainant was incorporated to handle the

credit card business of SBI using cutting edge
technology and global best practices. To
achieve these aims SBI entered into a

partnership with globally reputed

mancial



services aﬁd technology company GE in 1998,
Today SBI is the largest bank and financial
institution in India. Government of India is the
largest shareholder in SBI with 61.58%
shareholding. SBI has a past history of over
200 years which goes back to thé ﬁrbf decade
of the nineteenth centu.ry making it the oldest
commercial bank in the Indian Sub —

Continent.

5A.3 The Complainant has its headquarters at
Gurgaon, Haryana, India and has branches in
over 90 cities across India, The Complainant
offers lifestyle, reward, shopping, travel, and
banking partnership cards for personal needs,
corporate, central travel, utility and purchase
céu‘ds for corporate needs. It provides utiﬁty
bill payment, cafd payment and value added
.se}rvices under the brand and trademark SBI

CARD.

SA.4 Since the launch of credit card business under
the brand SBI CARD in the year 1998 the
Complainant has achieved great success with
SBI CARD becoming one of the leading credit
cards brand in India. Within short span of 10
months of the launch in 1998 SBI CARD
reached "1 lakh" customer mark in 1999, by
2002 Complainant No. 2 had one million
customers. Today SBI CARD issued by the
Complainant is second most widely used credit

card in India. Significant milestones achjeved



by the SBI CARD issued by the Complainant

since its inception is as under:

S.NO. Date Milestones Achieved
1. 1998 SBI Card enters the credit card
' space | |
|1999 Reaches the 'l Lakh' mark withinjj
E ; 10 months of launch
| | SBI Card enters the 'iI Million Cards' !
12002 club
{4. 52002__ |F‘ir‘st‘.partnership with a pﬁﬁﬂcj
'sector bank o
5. 2003 SBI Card launches 8‘.Cities Affinity I
Cards with special tie-ups & offers i
0. 2005 The 2 Million Cards Milestone l
| crossed
7 12006 SBI card launches SBI Raﬂ\{ré_y Card
| i for Indian Railway travelers
8. 2006 iThe launch of co-brand cards, SBI
| ESpiceJet Card & TATA Cards, i
; India's first Loyalty cum Credit Card |
9. ;2006 iSBI Card becomes second Tarégst
| [ Credit Card issuer with 3 million
'cards |
10. 2010 SBI Platinum Card launched
11. 2011 Launches chip -based EMV Cards %
12, 2012 |Launches SBI Signature Card for
| | HNIs
13, [2013 . ESBI Card launches the Air India

'SBI Signature Card and the Air
India SBI Platinum Card i
i




o, o

.2014 i SBE card launches  SBI "Sfyle U
| 14. | | Cards | . |
' 15. 2014 | SBI enters the 3 Million Cards hub
| 16. 2015 | SBI card launches 'the simply save'-_‘i
| | SBI Card |
1 17. 2016 | | SBI card launches SBI Card ELITE E
18. 2016 E

5A.5 SBI CARD issued by the Complainant has tie

ups with global service provides like
MasterCard and VISA. News reports from
various evéidencing the above are enclosed as
Annexure B by the complainant with

complaint.

S5A.6 The Complainant, currently has a market

S5A.7

share of 15 per cent, has a customer base of
million cards. It caters to both the individual
and corporate segments. SBI CARD offers a
number of cards under each of the following
categories. Printout from the website of the
Reserve Bank of India evidencing the above is
annexed as Annexure C by the Complainant

with complaint.

The Credit Cards offered under the brand SBI

CARD by the Complainant are based on the

value proposition of 'Make Life Simple'’ which is
the core promise of the brand. The proposition
stands testimony to Complainant's continuous
efforts of simplifying the lives of their

customers, employees and other important

stakeholders in multiple ways. To achievez} e



11.

111.

1v.

V1.

Vii.

oﬁj:ective of "Make Life Simple” for the
customers and users of their SBI CARD the
Complainant has launched specific initiatives
based on information technology and mobile
technology which can be accessed through the
website of the Complainant noc. 2 at

www.sbicard.com. Some of these initiatives

are: .

SBI Card offers 15 payment options, the only
Company in India to offer 15 different modes
of payment options to customers which
incilude online payment options through the

website www.sbicard.com.

One of the first few companies to have
m_igrated to the Europay, Maste‘rVCard and Visa
(EMV) platform. Complainant No. 2I uses this
cu‘ttving—edge technology for its wide spectrum
of SBI Cards.

Insta-Card for making immediate spends.
Comprehensive real-time SMS/e-mail alerts
system with more than 60 types of useful and
critical alerts for cardholders.

Website www.sbical'(l.cotu that allows

cardholders to discover the power of
convenience & manage their SBI Card account
24*7.

A cutting-edge IVR (Interactive Voice Response)
system, which is truly customer-friendly and

has a 110St of services for the customers.

The SMS channel for grievance redressal

wherein cardholders can simply SMS the word



Viii.

10

"Problem" to < 9212500888> and get their

concerns addressed.

oSBI Cards is also highly active on Twitter &
Facebook, the Social Media Channel thus
enabling a 360 degree approach to reach out to
customers & in turn giving them various ways

to contact us.

5A.8 Aimed  at  card-less  transaction, the

Complainant is also in a process to customize
and launch Host Card Emulation (HCE)
technology for its SBI CARD so that data of a
customer's card can be stored in his/her
mobile. The technology will help in the use of

mobile telephone for credit card transactions.

SA.9 Over the years the Complainant's SBI CARD

has won numerous awards:

Rated in CNBC Consulner Awards 2 years in a
row (2007—2009).

Winner of Best Mature Captive Delivery Unit in
Asia (2009).

Rated #2 in Business World Survey on
Customer Satisfaction (2007).

"Best Compliance Program-2014' award at The

Inaugural Annual Compliance Awards 2014.

SBI Cards won k Gold' at Reader's Digest
Trusted Brand Survey 2015, for the 6th time
since 2008.

Most Trusted Brand' by Reader's Digest
Awards 2016, for the eighth time since 200%




¢ 'Excellence in Customer Serv:ipe': award by Asia
BPO Summit, 2012-13. o 'Excellenice in
Customer Service' at the Asia Outsourcing
Excellence Awards organized by CMO Asia,
2014.

¢ 'Best Credit card Programs for SimplyCLICK
SBI Card at the MasterCard Innovation Awards
2016. | | |

¢ 'Best Issuing Institutionacr(;)ss India & South
Asia' 20 12, fér fraud mana.géﬁ'lent by Visa Inc.

e 'Most Innovative Technology Legacy
Transformation' award for Card One Customer
Relationship Management tool at International
Gartner Awards 2016. |

e 'Best use of Social Media in Marketing' at 4th
CMO Asia Award,

¢ 'Excellent Compliance Performer' at Annual
Compliance .lO./ 10 awards, 2016.
Phofograp‘rls evidencing some_ of the above

awards are annexed as Annexure D.

5A.10SBI, the majority shareholder of the
Complainant has had a chequered history of
over 200 years and is fhe oldest financial
institution of Indian Sub-continent. Today SBI
i1s a multinational banking and financial
services company based in India, It is a state-
owned corporation with its headquarters in
Mumbai, Maharashtra. As at December 2012,
it had assets of US$501 billion and 15,003
branches, including 157 foreign offices making
it the largest banking and financial services

company in Illndia by assets. It is ranked 149



in global Forbes list of 149 largest | public
companies as per the latest figures of Forbes
Magazine. Printout of Forbes website
evidencing the above is annexed as Annexure

E.

SA.11SBI in order to expand its financial offerings
has set up many subsidiaries and entered into
joint ventures to provide various financial
éervices to éorporations a”nd‘ individgals like
SBI = Capital Markets L_'td.,. SBI | Funds
Management Pvt Ltd SBI Factors &
Commercial Services Pvt Ltd, SBI Life, SBI
General Insurance and SBI Cards & Payments
Services Pvt. Ltd, (SBICPSL) the Complainant

herein to name a few.

SA.12T he Website of the Complainant

www.sbicard.com is at the heart of the above

initiatives. In addition to the above the website

www.sbicard.corn also provides all information

to the customers and potential customers
regarding various credit cards, offers and
prpduct offerings with respect to the SBI CARD
branded credit cards. The website

www.sbicard.com 1is the most significant

medium to interact with the existing
customers and potential customers, Some of
the printouts from the website

www.sbicard.com are annexed as Annexure F.

SA.13The website sbicard.com allows cardholders to

discover the power of convenience & manage
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theii* SBI Card account 24*7. The adaptive and
responsive website has 20 self- service
fea‘tures,_ mcluding reward redemption, in
addition to being mobile responsive. Besides
the website - SBI Card Mobile App provides
convenience of account management through
mobile and is available across all mobile phone
operating systems — iOS, Android, and

Windows under the brand SBI CARD.

5A.14.The details of the complainant’s

trademark/brand are as under:-.

i.  Complainant is the registered proprietor of the
trade mark SBI CARD and other marks where
SBI CARD forms an integral part. These marks
have been registered with the Registrar of
Trade Marks, Government of India. The details
of the marks are as under. The copy of the
proof of registration of Trade Marks issued
under the Trade Marks Act, 1999 is enclosed

as Annexure Q.

Registrat iCla_ss Goods/Services ]Date of renewal
|

ion

L~
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'SBI CARD 2962690 42

[PROVIDING OF
COMPUTER
iPROGRAMMING—
ESPECIALLY
EDEVELOPMEN’I‘

(OF PROGRAMMES FOR
DATA PROCESSING IN
CONNECTION  WITH
FINANCIAL AND
IMONETARY  AFFAIRS
AND FOR FACILITATING
'MONETARY AND

FINANCIAL
TRANSACTIONS
|OVER COMPUTER
iNETWORKS INCLUDING |
THE INTERNET ~ AND
{SERVICES THAT
CANNOT  BE
CLASSIFIED IN OTHER
(CLASSES

14/05/2025

FLEXI PAY SBI CARD |
!
EASY INSTALLMENT‘

12 FINANCIAL  AFFAIRS
AND INSURANCE |
'SERVICES FALLING 1IN |
(CLASS 36.
TELECOMMURNICAT TON
SERVICES FALLING IN
CLASS 38.

COMPUTER
PROGRAMMING
'SERVICES FALLING

IN CLASS 42

'SBI CARD DROPBOX
LOCATOR

Ui
03]
(@)

ALL SERVICES
INCLUDING CREDIT |

CARD FACILIE E

PROVIDED UNDER SAID |
CLASS.

11.

21/08/2017

21/08/2017

The brand and trade mark SBI CARD has

become associated with the Complainant not

L
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1v.
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only by virtue of trade mark rights but also by
virtue of long, continuous and extensive use

since 1998,

The trade mark SBI CARD by virtue of its
continuous use and its popularity amongst the
public is a well-known and famous trade mark
in India. Public at large riot only associates the
brand SBI CARD with very high quality
financial services but also ‘place very high
degree of trust in the Complainant since it
owned and provides products and services on
behalf of most reputed financial institution of
India SBI. SBI which is largest government
owned financial institution has withstood the
test of times and public places enormous faith

and trust in the same.

Complainant uses word SBI as part of its
marks and domain name under authority from
SBI which is majority shareholder of the
Complainant. The exclusive mandate of the
Complainant is to manage and run the credit
card business of the SBI under the brand SBI
CARD in collaboration with GE which provides
the back end and technical support to the joint

venture.

Since 2012-13 Complainant has spent more
than Rs. 20 Cr in promotion of their credit
cards under the brand name SBI CARDS
which includes campaigns like 'Lets connect

lets Simplify', Platinum card and SBI CARD's

@)



16

©
%

ciatien with cricketer Yuvraj Singh

drand - assos
during the year 2006-07. Copies of

advertisemersits for SBI CARD over the vears is

annexed as Annexure H and annc-:xed as
Annexure 1. are the copies o:,-auiitﬂi account

1ts he wing the p omotﬂoua? CXPEenses

&)
(z)

tatens

in last few years:

entered into numerous co-branded card

offerings with some of the leading brands in

India some of these are:

Financial Year Financial ¥Year Financial Year
2013-14 12014-2015 2015-2016
(For the year (F‘or the year (For the year
ended | cended March 31, | ended March 31,
March 31, 2014) |20195) 2019)
Advertisement | Rs. 240,181 ,:4 10 | Rs. 382,253,255 | Rs. 248,747,389
Sales Rs 1367;576’;68 Rs.2,570,250,551 EES.E§,622,628,256
Promotion -- |
vi. Some of the product offerings of the
Complainant under the brand and trade mark
SBI CARD are: |
>BI CARD ELITE
SIMPLYSAVE SBI CARD
SIMPLYCLICK SBI CARD
SBI SIGNATURE CORPORATE CARD
SBI PALTINUM CARD
SBI GOLD & MORE CARD
SBiI ADVNATGE CARD
SBI ADVANTAGE PLUS CARD
vii. Besides the above Complainant No. 2 has also

Gt
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SBI TATA CARD

SBI IRCTC CARD
YATRA SBI CARD
AIR INDIA SBI CARD
CAPITAL FIRST
MUMBAI METRO

viii. Complainant's SBI CARD has been official
credit card partner for BIG BILLION DAY
shopping festival on the e-commerce website

www. flipkairt.com since 2C15.

x. Such i1s repute of the brand SBI CARD that the
abovementicned brands which are very famous
in their own rights have tied up with the
Complainant for offering seirvices to their
customers through the credit cards offered by

the Complainant.

x. In addition to the above Complainant offers
SBI Co-branded cards with othier banks like:
« Bank of Maharashtra
« Karur Vysyva Bank
«South Indian Bank
o Federal Bank
«Oriental Bank of Commerce

e« Lakshmi Vilas Bank

xi. Due to all the above mentioned factors the
Complainant has a second highest customer
subscriber based amongst. all credit card

providers in India and the various credit cards

G



Kii.

e

provided under the brand SBI CARD are very

SR b oG eV e
popular in India.

The abovementioned factors also go on to show
that Complainant is proprietor of the trade

mark SBI CARD, By virtue of extenisive use of
the irade mark SBI CARD as shown above the
pubuu at large associates the trade mark SBI

CARD with the Complainant herein.

The Complainant has huge internet presence

and its website www.sbicard.com is vital to its

businesses. The Website targets both existing
ustomers with various online services and
alsc provides vital information for new
CUSTOMETS. Large amount of business of the

Complainant is derived f'fo*n their choltc

[t is submitted that the Website has SBI CARD
as the distinctive element of the domain name
and contains the trade mark SBI CARD in
entirety.

Complainant owns the domamn name

www.sbicard.com, The domain

www.sbicard.com was created on May 4, 1999

and has been continucusly used since then,
The domain is registered by General Electric
Company, 3135 Easton Turnpike, Fairtield, CT
06828-0001, US the joint venture partner of
the Complainant providing technology and
back office support to the operations of the

Complainant No. The website

www.sbicard.com is integral to the business of

e
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the Complainant No. 2 and it not only provides

information with respect to the products and

%

services of the Complainant but also gives
platforn: to thic customers to opt in or opt out
of varicus services and also raalke payments
and other e-commerce based online financial
transactions in ,rellation; to their SBI CARD
credit card. Large amount of business of the
Complainant No. 2 is generated and executed

on the website www.sbicard.com. Hence the

website and domain name www.sbicard.com is

critical component of the business of the

Complainant.

iii. .‘The website www.sbicard.com is onc of the
most popilar websites and below is the list of
moiithly hits sinc2012:

Monthly | 2012 2013 2014 2015 2016 2017
Visits

January 18,11,450 | 25,26,275 | 32,54998 | 47,33,728 |96,99,451 1,42,67,953
February | 18,62,240 |24,68,562 | 29,17,083 | 42,13,281 | 87,80,497 | 1,26,53,423
March 20,43,165 |28,28,453 | 33,48,495 | 47,37,140 | 94,86,157 | 1,41,11,142
April 20,24,043 2’.7,39,455_ 31,29,872 |1 45,30,546 | 90,61,988 | 51,85,574
May 21,87,409 |27,57,687 | 32,66,366 | 51,81,162 | 93,01,221

June 20,03,377 | 25,58,822 | 33,25,847 | 47,78,667 | 94,99,886

July 22,24.010 | 29,776,045 | 34,82,232 | 51,69,343 10,565,259

August 22,82,696 | 29,18,235 | 37,28,733 | 51,17,202 10,885,862

September | 22,444,158 | 28,15,331 | 37,70,060 | 49,34,850 | 10,574,528

October 24,40,340 | 31,58,836 | 41,79,854 | 93,46,736 | 11,784,217

November | 25,00,837 |29,70,683 | 41,50,436 | 98,99,079 11,742,550

December |25,71,298 | 31,64,710 | 44,81,682 | 10,218,141 | 13,863,822

Copy of the printout from tool Adobe Omniture
from August 2015 to April 2017 which maps
number of visitors on a website is enclosed as

Annexure J.

C”
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iv. The website www.sbicard.com is also viewed

and visited from countries outside India, Chart
below provides the details of the number of

hits on thie website from various countries:

Countries | 2012 2013 2014 - |2015
India 24153056 | 31932596 | 40407673 | 43531195
United 834064 |940633 | 1047547 | 1101439
States

United 200177 | 234100 |244618 | 242357
Kingdom | |

Singapore | 197152 | 273156 |319054 | 299905

Hong 195272 - 107813 1128356 105905

Kong

United 53599 | 77451 105532 | 126217
Arab

Emirates |
Germany | 52854  |57179 | 71864 | 75352
Australia | 25840  |43971 53769 55878
France | 25263 | 42472 58942 | 68807
Canada | 33454 | 50470 100821 | 37078

v. Online metrics website www.alexa.com ranks

www.sbicard.com as 150 most visited website

111 India, Print out from website
www.ale.xa.coim 153 annexed as ANNEXURE K.

The Facebook page of SBI CARD has over 8.70

lac likes and followers and twitter handle
@SBICARD_Connect ‘has over 139.6k

foliowers. Print out of the Facebook page is

annexed as ANNEXURE L. <i;;%L//
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Anﬁg:a__’gl;ity desirous, of trﬂc‘*r g or providing its
SeIvViCces thmqu the medium of the Internet
invariably uses its existing trademark/trading
S‘Wie or -"t‘:l‘V‘}C(-" mark as its domain name so as
to (woiri confusion between what 1s advertised
upon the Internet and the mark as used in the
physical world. Further the use of ~ the
realworld trademark serves &s the most visible,
identifiable and verifiable “mdicator of the
existenice of the entity in question upon the
Iriternet, I view of this, the Complainant
domain name, located at the URLs

www.shicard.com as identified herein above,

functi_ons as a trad_emark 1 the Inte_rnet world,
as the Complainant provides exhaustive
information, advertisements and sales of its
products through its said website. No entity
other than the Complainant, therefore, has
any right or justification to use the word "SBI
CARD" or any deceptively similar marks in
espect of its domain name / URL. Enclosed as
Annexure M are print outs from the website

https:/ /archive.org/web/also known as

Wayback Machine from 19992 to 2016 showing
continuous use of the website

www.sbicard.com by the Complainant.

The preceding paragraphs clearly demonstrate
that the Trade mark SBI CARD are exclusively
ass_oéiated with the Complainants herein and
can be classified as well-known trademarks

under Article 6 Bis of the Paris Convention.
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5A:16 The Respondent iz the present dispute has

registered the domain name www.sbicard.in

thereby misappropriating illegaliy and without
authority, the trade mark SBI CARD word
which is  exclusive  property of  the

Complainant.

SA.17 The Compiainant submits that Respondent is
seeking to capitalize on the goodwill associated
with the trademark of Complainants and has
registered in bad faith and  without
authorization, the domain npame n issue
<sbicrzr‘d.:§:}>,which

1. Wholly incorporates the registered trade mark
SBICARD of the Complainant.
ii. Is identical to the Complainants’ trademark

SBI CARD.

5A.18The domain name <sbicardin> is identical to the
trademark trading style of the Complainant,
thereby making confusion and deception

inevitabile.

5A.19The domain mname of the respondent

www.sbicard.in was registered on July 19,

2015. This date of registration of domain name
is well after the first use of the trade mark SBI

CARD and domain www.sbicard.com by the

Complainant.

5A.20The Respondent is a typical cyber squatter as

it is not wusing the domain name www

C



sbicard.in but has registered the same with

the malafide intent to profit from the goodwill
of the trade mark that rightfuliy belongs to the

Complaimnant.

5B RESPONDENT

- The Respondent, as aforesaid, did not file any
response to the averments made 1n the
complaint and/or the documents filed in
support thereof. Consequently, the panel has
to proceed with the matter on the basis of the
material on record and pass appropriate orders

in accordance with law.

6. DISCUSSIONS AND FINDINGS

6.1 The Complainant, while filing the
Complaint, submitted to arbitration
proceedings in accordance with the .In
Dispute Resolution Policy and the Rules
framed thereunder in terms of paragraph
(3b) of the Rules and Procedure. The
Respondent also submitted to the
mandatory arbitration proceedings in
terms of paragraph 4 ot the policy, while
seeking registration of the disputed

domain name.

6.2 Paragraph 12 of the Rules provides that
the Panel is to decide the Complaint on

the Dbasis of the statements and

)



6.3

6.5
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documents submitted and that there
shall be 1o in-person hearing (including
hearing by teleconierence video
conference, and web conference) unless,
the Arbitrator, in his sole discretion and
as an  exceptional  circumstance,
otherwise determines that such a hearing
is necessary for de<:1dm<T the Complaint. I
do not think that the present case is of
exceptio ﬂd natur_e_ _ whérez the
determination cannot be made on the
basis of material on record and without
in-person hearing. Sub-Section 3 of
Section 19  of The Arbitration &
Conciliation Act also empowers the
Arbitral ~ Tribunal to conduct the
proceedings in the manner it considers
appropriate including the power to
determine the admissibility, relevance,

materiality and weighit of any evidence.

It is therefore, appropriate to examine the
1ssues in the light of statements and
documents submitted as evidence as per
Policy, Rules and the provisions of the

Act.

Under the provisions of Order 8 Rule 5 of
the Code of Civil Procedure, 1908 the
material facts as are not specifically

denied are deemed to be admitted.




A.

0.6

6.7

0.8
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N

The decision of Hon’ble Supreme Court of
India in the matter of Jahuri Sah Vs.
Dwarika Prasad — AIR 1967 SC 109, be
referred to. The facts as are admiftted
expressly or by legal fiction require no
formal proof. (See Section 58 of the
Indian Evidence Act, 1872). The material
facts stated in the complaint have neither
been dealt with nor specifically disputed

or denied by the Respondent.

Paragraph 10 of the Policy provides that
the  remedies available te the
Complainant pursuant to any
proceedings before an arbitration panel
shall be limited to the cancellation or
transfer of domain name registration to

the Complainant.

Paragraph 4 of the Policy lists three
elements that the Complainant must
prove to merit a finding that the domain
name of the Respondent to be transferred
to the Complainant or cancelled. I,
therefore, proceed to deal with the tree
elements under the policy irrespective of
the deemed admissions made by the
respondent to the averments made in the

complaint and the documents filed on

record.

IDENTICAL OR CONFUSINGLY SIMILAR

o



OA.1

6A.2

0A.3

OA.3

]
P

'1“}';{: & o.;7~j:(:131a:?_1:_swhrit ! - edpipcadly  that | the
R Daanain Name i identical or
L" \, Li‘) Lz il ».) ‘_j_,._, Colladnt INaiice 1> JLACiL

ST N Rl R o . T e e N e o TR
confusingly simiiar to a trade mark in which

the Compisinani has righils. |

P =
H

The trade mark d tails of the Complainant

1

Nc.1 along with the copy _.of» registration
certificates and other deocuments have been
provided in the above mentioned paragraphs

and the list is not being reproduced here for

T ‘% Complainant is the commuor iaw sroprietor
of . .the Mask SBI CARD as exp_{ai_ned i1l
preceding paragraphs. The continuous and
wide use of the tradeé mark SBI CARD ior last

raany years is it QlSpUiGd

The Complainant is also the registered

proprietor of the Mark SBI Card.

The Compladnarit has been 1\,“'15; the mark SBI
CARD since the vear 19 8 ‘v‘h_‘lf_‘tl’l thie first SBI
N ¥ J £ AL )

CARD was launched in the market.

Besides the stztutory rights obtained by the
Complainant fer the mark SBI CARD, the
Complainazit also has commnicn 1awl rights by
virtue of extensive use of the mark SBI CARD
since 1998. Therefore, the Complainant has
statutory as well as common law rights in the
mark SBI CARD. In the paragraphs above it is

shown that the Complainant has extensively



OA.7

"y oy ey e s e + " 3 = T et
the Botliiensf' o™ the same . are not being

reproduced for sake of brevity.

The c:h pputed domain name www.sbicard.in

wholly contains the Complainants well known

trade mark "SBI CARD" and is also confusingly

3

s1m14&r to the Complainant's domain name

WWW. g;bicard .com, Th{c Complainant’s
statutory as well as common law rights in the
mark SBI CARD are inf ’inged by the

adoption/use of any identical or deceptively

similar mark.

The dominant part of the disputed domain

name www.sbicard.in registered Dby the
Respondent, contains the mark SBI CARD of

tee | Co pl inant in its  entirety thereby

]

Crcatmg o‘v‘ 1ous comnnes :I;s : Atvo th
Cbmpiainant's business thereby causing
encimous confusion amongst internet users in
general and people wanting to avail the
services of the Complainants in particular who
are likely to be misled into believing that the

disputed domain www.sbicatd.in belongs to

the complainant. The only point differentiating
twe domain names www.sbicard.in @&

g TLD

)

www.scicard.com of the Complaina:

<.com> and <.in> Whiéh as per settled
pr1nc1ples of domain name dispute resolution
cannot be taken mto account while
considering the similarity of the two domain

names.



6A.9

6A.10

2
co

It is setiied principle of law that if the
complainant owne a trade mark, then it
generally satisiies the thresheld requirement of
the complainant having ':.,c‘.};clusu,ve, rights

thbl’ _Lﬂ

Th@ exte_nsive - .US? of the trade mnark in
qu‘muor! haﬂ bepn shewn and proved by the
complainant by doccumentary evidence. Tt is a
se ttied positienn of domain name disputes
j‘ulf_u;prude:n_ce that in order to asseft trade
mark ngn s in these procmam s and to prove
that the disprited domain Teine is identical or
CU-JiUolll‘jl‘T 5 ‘{]hld to a trade meark o service
mark in w an the Complainant has 1:‘.ights, the
Complainant can rely on -1ts C'»L?IIHI’IOIl law as

well ag statutory rights in its trade mark.

In view of thb common law rights vesting in the
mark SBI CARD by virtue of exte nsive use of
the trade mark SBI CARD since 1998 and also
due to statutory rights vesting in and to the
mazk SBI CARD by virtue of registrations of
the trademark. The Complainant has acquired
exclusive rigiits in the said mark in relation to
the services provided by them. Any third party,
including the respondent, using the mark SBI
CARD would be understood as a reference to
Complainant leading to confusion and
deception to the people at large who may wish

to access the website of the Complainant only.
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l;zi::;ie:ut‘xt is therefore sucecessful n
> the first ekmcna o1 T’\IDl P and the

nds that thee dig ;),LL‘,J d Ju'uh,}mnm is

identical to the mark/domain ]’}dmf" of the
complainant. Consequently, the  first
requircment of paragraph 4 of the policy is

satisfied.

RIGH TS OR LEGITIMATE INUEREST

5B.1 Fatagraph 7 of the Policy iists the following
three non-existence methoas for detérmining
whether “thie ~ Respondent has rights  or

legitimate intcrest in the disputed domain

name!

(1) before any notice to the Registrant of the

disgute.  the ~Registrani's usé ""of, or
demonstrable preparations to use, the domain
name oF ¢ Rome carrespondin;g  tne domain
name in connechion with a bona fide ofjering of

Uuu(lé» OF SErViCES B

(i) the Regisirant (as an individual, business, or

other orgum:,uu on) has been common Y known
by the domain name, even if the Registrant has
acgiired 1o lracdemark or service marlk rights;

aor

(iii) the Registrant is making a legitimate non-
Commercial or fair use of the domain name,
without  intent for commercial gain to
misleadingly divert consumers or to tarnish the

trademark or service mark at issue.
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6B.2 ThggBonain Names -under tie, Policy . are

o)

SRS | o V=R A &) e P == 1/ L ol ik | - s Bt . s
aveiieble to'auycne on iust coine first serve

_basis,  In casc, any person or organization

0

claizns wvight over the Domain Name as
viciation of ils trade/service mark rights, the
ons 15 011 such person/organization to prove
A

i i‘l the mark and the burden

©

thereaiter I ifts to the Respondent fo prove its

inter est and the use of the Domain

IN ame. in goott Lcmh

Since the chsputc,d domain name

www.sbic ard in comprises of the mark SBI
CARD as a whole which is used in connection
with, Cqm_pia_iuants b’“l’\/lC““ iri reiation to
finance, banking and credit cards for last
many years, it is clear that the Respondent
can have no right or legit fl ate interest in the
said domnain name, F_umtww it 13 apparent that
sinice the Respon 16*1t is not using the disputed

domain name www.sbicard.in, the sole

interition of respondent seemis to be to sell the

disputed domain name to the Complainant or

!

its comipetitor at a profit as a result of the

SOIIIC

6R.4 There exists n relaticinship hetween the

=] )

Complainant and the Respondernt. Further
neither has the Complainant authorized or
licensed the Respondent to register or use the

domain name www.sbicard.in incorporating

the  trademarks of the* Complainant,

Furthermore, apart from having registered the



. f ®
D ‘v.

d""‘l dun nane www.sbicard.in, the Respondent

R

',Cl.-_

128, no obvious connection with the disputed

o1

ot
—-a

nain nanie xryr\.vvm:sbicar‘tl.in or with the trade
raarks i Fyieih 15 part of the s:qr"-j,dc;z115«;j1f;,, name.
Moreover he R:“: condcm is not using the
Q.g;ﬂ::uni;.1155*;;115: and ‘-:;_;cz'@;{‘-;;:s,;_ the Inere

.that  the

& T . s PR i PR N D
assertion Ly  the Compla:
i - & ol RS d X 2 - g Lt ESRd

Respendent has no right or legs ptimate mterebt
inn  yespect, .af e said . domain name is
sufficicnit ic \,hut the burden of proof to

that such right or legitimate

SO
Ry
P
poney
=
C
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Y
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iit’ltzil"é??;’t »in, respect to the said domain name
does exist. _'_f'_i';u:: }ljlfcspondent does net offer any
ez'oi_;}gis' or seivices under the rade mark SBI or

5551 u[xkl) Loy use the umpuwd rlonnun name

for any purpose except for on

e S T ey SERIRL: R o PG R N P
pay per clck bclSlb. [Tus 1.)5;;11&\711)1 of the

Re ‘zp\,m‘rf‘ 16 typical of ,yurﬂ‘ sguatters.

6B.5 The Ruouuhuent website is not bona fide

simice the Respondent himself is not engaged in
any activity of its own to show that he has
legitimate rights or interest in the disputed
domain naine. [t appears that the Respondent
neither in the past had nor in future has any
intention tco use the domain name

www.sbicard.ity in any legitimnate and bona fide

manner and has registered the disputed
domain name to make undue profits riding on
the goodwill of the Complainants well known
and famous trade marks by using them as key
words to generate links and advertisements.

Such links and advertisements in many cases



L2
[N)

belong to the competitors of the Complainant
thm;_eby causing” monetary loss to the
Compla unait. Furthermore, £ tiie eventual intent
of the Respondent is to S»:zﬂ the domain name
te,  he, hg’gq’ast bidder. L":‘wcf’ly behavior of
Respondent is strictly coinmer -clal in nature
with an intent to divert} the consumers of the
C-ompiai_nanto who wish to vizgit the website of
‘rhe Cr I“mlgmants but ar d.werted to other
we DSi’L’_QS lgljcl'ug_a_mg, chose of competitors of the
Lomr‘lamur‘t the reby tarnisk p'nv the repute
and OOuml of the Cﬂmplammlts and thelr
trade m all\b wmch ‘rhﬂ*' have crea wed by years
of ,h_arvd WOI } WIPO Pa_;'.;_eis, have recognized
that many domain names have both dictionary
word meanings and tradem 1ar Kk {or secondary)
meanings, and when the Lnl s on the PPC
landing page "are based or the trademark
e domein names, 1in such cases the
trennd 1 UDRP decisions is to recognize that
such pracﬁ s generally do constitute abusive
cybersquatting aend commercial use  of the
domain name. Reference in this respect be
made to the decision of Chanpagne Lanson v.
Development Services/MailPlanet.com, Inc.,
WIFO Case Nor D2006-0006 (PPC landing page
not legitimate where ads are keyed to the
trademark value of the domain name); The
Knot, Inv. Y In Knot we Trust Ltd, WIPO case
No; DQOO6;-OS40- (same); Brink's Network, Inc.
V. As p;‘oductions, WIPO case No. D2007-0353.




6eB.7 !

& P 4 it R L PR . e, S S|
6 Pred@nhc 1acts zaw_:.:ulablc i cen D2 said that the’

Respondent was never Lnown by the d_isputed
domain mname and never Sought any
per;‘nwy i3 ,om the Corn pmmﬂnt to 1“Cg10161 or
use the alsputed | domain name the same was

-

registered Dby h1m without any legitimate

i

terest or  bona fide. Compagnie de Saint
'j,;:a,in o, C:“;rj;—Union Corp.,_ WIiPO Case No.
D2000-0020 in which it was found that there

are 1o lL"’L'JL:u or legitimaie interests in the

.

omaln name where respo 1(;&111 was not
cq_n;m_only known by the mark or never applied
o

for a 11pJ1f“ or permission fl'lom the

COIﬂp ama it to use tne tra dema,l'ked name

In view of the above the Lo ml narit has, by
virtue of the ‘t_actS avaﬂf’blp sroved negatively

-1 R R Y A T e -~ 4+ > RN R 2t Y ol
all the thiec clements mentivned m Paragraph

ﬂ‘.l.C. Respohdeut has made aﬁy démdﬁstrable
preparations to use the domain name in
conzection with @ bona fide ofiering of goods cor
services pricy to the dispute;

an indication that the respondent has been
comrzonly kiwown by the dorcain naine even if
it has acquized no trademark rights; or

the Respondent has made legitimate non-
commercia! ¢r fair use of itz domain name
without il’_ltent to divert consumers or to

tarnish the trademark.



68.8 The Panel rely upon the judicial and

administrative decisions in_ support of the

s
g

Creatnve Technolegy Lid. Vs, Cleveland
Polite {Cuse No. D20US- a1l o
. Marker f\»f'o}-}—;_l _ (In‘tm naugnal) GmbH Vs,

, l UCOWS, SO Co. {Case Io. E’.)BC 12-1461).

iy Thb {xr\oL Inec. Vs. jr« Knet We Jlusi Ltd.

(.%,a5£ ;‘Tu 22006-0340).

1v. national Business Machines
orztion {IBMj Vs. Guanbing Meng

(Case Mo, DCC201 1-00065,
1

€B.9 The panel hold that the  complamant has
sm:meL, A;;»‘.)i[v’{”_‘i{i-'_i the seczigd element and
demonsiraica that the 1‘6:5}301‘11161‘1‘( have no
gitimnate right or interest in the disputed

domain nanie.

REGISTERED IN BAD FAITH

6C.1 For a Complainant te ¢ sucoeed, the Panel
must Ge salisilied tial a domain name

nay et L["Ggls‘it‘-l”fid arng xw oelmg wsed 1n

()
O
N
i
@)
—

the purposes of establishing
registration and use of Domain Name in
" bad f_ai{h by the Complainant, any of the
following circumstances should be

present:-



et
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Registrant has registered or
acquired the Dcmain Name

primarily for the purpose of selling,
TUmng  or oi;‘hcri,;vise transferring
the Domain Name registration to the
Complainant, who bears the name
or is the owner of the rade mark or
service mark, or be a competitor of
that  Complainant, for valuable
consideration in excess of the
Registrant’s  docuineited out of

pocket cests directly reiated to the

T hf—;._ Registran‘t ha&, regis_fered _the
Domain Name in order to prevent
the owner of the. trade mark or
service mark from reflecting the
mark in a corresponding Domain
Naine, provided that the Registrant
has engaged any pattern of such
conduct; or |
By using the Domain Name, the
egistrant has intentionally
admitted to attract Internet users to
the Registrant’s Website or other
online location, by creating a
Llrelihood of confusion that the
Complaint’s name or mark as to the
source, spomnsorship, affiliation or
endorsement of the Registrant’s
W e‘bs',ite or location or of a product

/



(V'S
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selvice on Registrant's ‘w‘7”")‘ltx, or

location.

6C.3 The disputed do_main name, as aforesaid, was

oC.4

'cn

registered on 19.07.2015

The demain name www.sbicard.in registered
by tiie Respondent is identical and coufusingly
similar to ftl_le Complainent's W 1L }‘:I:C‘ Wil trade

mcuk oLI“CAi?;];!)“_m Wlﬁgl&:h,_tﬁ@_ _,Complau'lants
1AVE ::ut 3 uﬂt1a1 mte*e 3L5 &:m have g“ncrab ed
hugc amount of Goodwﬂl and It,pu tation. The
Hespom;.r)na registered  the do‘m_a_m name

WWW .sbi ca"(‘ in in orde1 to g -back oft the

R0

com uc‘rcial value and SlgAnhcan e of the

Complainants domain name www. Sb?Cqu com.

}* Kby :1c mnore, it is cndcn from. the _facrtual
I, | TR S A
La,hw umu ~ presented  hisie m 4 u:l the

isputed dmnup* name vmmv.sbzcardan has
oeez}_ registered by the Respondent to take
advantage of the goodwill asscciated with the
CoAzmlamdni'q trade mark SBI CARD as can be
seenn from the advertising revenue being

generated from the website on the disputed

s P s er e At v T N .
domain name and cventuzlly force the
: T S 1 A . SR e
Oy ~Lc~uL ait o i ay e \,Ll\:)ijlxtbxi Goemain

name at excrbitant costs or to sell the domain
name tc any third party. The above act of the
Respondent is nothing but his attempt to seek
illegal gratification by virtue of the bad faith
registrationn of the disputed domain name

www.sbicard.in. Reference 1s made to_ the




v1\,~;~w~‘ OJ tl‘f:ﬁ 1DO Panel in Lutel Corp peration v.
The Pentivm Group, WIPC Case No. D2009-
0273, "It is not reasonably tenable that the
Respondent has gone to the trouble and
expense of purchasing ang registering the
disputed domain name and having it hosted as
a parking page website, n advertising links,
lt out purpose. The ultimate purpose may be
he Salc of the disputed domain name, however
it is not necessary for the Panel to know since
it is a reasonable presumption that in the
short term the disputed domain name
generates revenue from chck -through referrals.
Whether this revenue accrues directly to the
Respondent or to the host, or to both, is
1n1:na't§x'1a.1 \Vz}le_roy & Boch L\G V. Mario
P*ngﬁrna lePﬂ Case No. D?\‘D'—Jg [2). Upon
the o Lantv of lhie ev1den(p the Panel finds that
the KRespondent has attracted viewers for
commercial gain by confusion within the
meaning of paragraph 4{b){iv) cf the Policy,

constituting registration and use in badfaith.

6C.6The Complainant's trade marle SBI CARD is a
well known and famous mark, and the
Respondent 1s presumed to have knowledge of
Comiplainant's trade mark at the time it
registered confusingly similar domain name
wholly based upon Complainant's prior use
and registration of the mark. It has be held
that the incorporation of "a well-known
trademark into a domain name by a registrant

having no plausible explanation for doing so



may be, in and of itself, an indication of bad
talth, "onE steplish this. Reference is made to
the following decisi.ons of the pane Veuve

Clic uvtut Ponsarchn, Maisg_)n‘w , 1é el 1772 V.
The . Polygenix Group co.,. \/*JTPO case No.
DZ000-0165; (Jeneral El("CL ic Company V.
C-PI_C NI:[ and Hussain syed, WIPO -case No.
D2001-0087; Microsoft C orpora tion vMontrose

Cerporation, WIPO Case No. D2Z000-1568).

6C.7Registration of a famous trade mark as a
~domain name, without any legitimate
commercial interest in the same is prima facie
evidence that the Respondent was well aware

of thc reputation and goodwm attached to the
Complainants well known trade mark._ Based

on the' above, the panel .ﬁnd that the disputed

domain n

0\

une has been registered and is being
used in bad faith.
6C.8 The unlawiul registration of the deomain name
by the R631“011dent 1s lilely to resu it in the
dilutionn of the Complainant's trade mark SBI
CARD. The illegal registration of the above-
mentioned domain name is aiso likely to cause
irreparable damage and injury to the
Complainant's reputation and goodwill, which
1s unascertainable due to the intangible nature
of the goodwill. The Complainant has a
significant presence in India and the impugned
domain name registration, namely
<sbicard.in> in the name of the Respondent, is

precluding the Complainant and their affiliates




J.

froin. oblainiig a domain neme Ie gistration
that is india-specific, which is invaluable in
the jmz-n'k-:-;ting“ and sale, of j.ts ,pr_uducts and

services in the territories of India.

6C.91n the oLLU\\, circumstances, the Panel
mcn'-r €8 tba* the regr‘ﬁ ation of impugned

ljemum ‘Q?IUP WS, obtamcd w Lai fca‘rb

'\]

DECISION

The Complainant Lias succeeded in establishing all

three elements of the policy.

In view of the above discussions, ,,}_‘l;he ,Pajnel_direct
the iransfer of impugned domeain - name

<www.shicard.ii> to thie complainaiil.

The respondent is also directed o pay cest of Rs.

20,000/ - to the cumplainant.

AMARJIT SINGH
Sole Arbitrator
Dated: 13% July, 2017
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