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A Compl ai nt under .in domai n name di spute
resolution policy (1 NDRD) IS filed by the
Compl ai nant wherein | have been appointed as an
Arbitrator by the National |Internet Exchange of
India to adjudicate upon the dispute between

the compl ainant and the respondent.



The

brief history of +the dispute as raised by

the Compl ai nant is as under : -

a)

b)

d)

The Compl ai nant is a corporation
established under laws of the states of New
Jersey (USA) with a principal pl ace of

busi ness in Secaucus, New Jersey.

The Complaint is filed by the Compl ainant

for transferring the domai n name
"wardley.in" whi ch according to the
Compl ai nant , the Respondent got registered
through Director |Information Pvt. Ltd., a

Regi strar appointed by NI XI.

The complaint is filed by the Compl ainant
through its authorized representative Amy

B. Goldsmith.

According to the Compl ai nant, it i's a
corporation, which does business wunder the
trademar ks HARTZ® and WARDLEY®, and is the
owner of all right, title and interest in

and to the trade mark HARTZ® & WARDLEY®.

The Compl ainant <claims that it is involved
in design, manufacturing and sale of high
guality products relating to aquarium, pond

fish and reptiles wunder the WARDLEY® brand



The Compl ainant <claims that in the early
1980's, HARTZ® products were sold in more
than 40,000 US and Canadian retail outlets.
In the 1990's, Compl ai nant added WARDLEY ®
brand. Compl ai nant further claims t hat
under the authority of the HARTZ Mountain,
sale of products and services bearing or
under the WARDLEY trade mark have been
substanti al and in the year 2006 al one
aggregate wor | dwi de sal es figures for
mer chandi ze under the WARDLEY® trademarKk

have been exceeded tens of million doll ars.

The compl ai nant claims t hat WARDLEY
products are sold in many countries and the
mar k WARDLEY is advertised in print
magazi nes. On account of Compl ai nant
extensive advertising the WARDLEY trademark
has come to be recognized and relied wupon
by the trade and the public as identifying
and di stinguishing Hart z Mount ai n the
compl ai nant and its pet products. The
Compl ai nant further claims t hat WARDLEY
mark is registered in 46 countries and the
Compl ai nant applied to register the mark in
India in 1994 i.e. the decade prior to the

Respondent registration of its domain name.



The Compl ainant also <claims that it also

owns domain names incorporating the WARDLEY

® mark.

The Compl ai nant claims that on Mar ch
11, 2 007 the Respondent cont act ed to
Compl ai nant and offered to sell domain name
"wardley.in" to the Compl ainant. On Mar ch

15, 2007 the Complainant sent the notice to
the Respondent not to use domai n name
WARDLEY and requested him to transfer the
same to the Compl ainant. The Compl ai nant
further claims that the Respondent vide e-
mai | dated March 18, 2007 demanded
an amount of $2000 for transfer of the

domain name.

The Compl ai nant t hus claims t hat the
Respondent has got regi stered the domain
name wardley.in primarily for the purpose
of selling the domai n name to the
Compl ai nant for wvaluable consideration in
excess to the Respondents documented out of
pocket <cost directly related to domain name
and the Respondent has never been known by
the domain name Wardely.in. The Compl ainant
claims that the domain name is identical or

confusingly simlar to the Compl ainant mark



and the Respondent has no right or
e legitimate interest in the domain name, the
domain name was registered in bad faith and
as such the Complainant requests that the

domain name "wardley.in may be transferred

to it.
I n support of the Compl ai nant' s case, the
Compl ai nant has filed a declaration, Exhibit-1,

the copies of the advertisement and publicity

mat eri al s in support of trademark WARDLEY,
Exhi bit-2 list of trademark registration and
applications for the WARDLEY and ot her
trademark to the Compl ainant, Exhi bit-3 copies
of trademark registration certificate 1in India
in respect of ot her trademar k of the

Compl ai nant and copy of WARDLEY trademar k

application in 1ndia, Exhibit-4 1list of domain
names incorporating wor d WARDLEY and ot her
trademar k of t he Compl ai nant , Exhi bit-5 the

correspondence between the Compl ainant and the
Respondent in regard to the disputed domain
name. Exhi bit-6 document showing fees payable

for domain name registration.

Compl ai nant has also filed the decision of the

admi ni strative panel of W PO Arbitration and



Medi ati on Centre in Case No. D2306-1319 fil ed

as Exhibit-D.

The Respondent has filed his response to the
Compl ai nt which was received vide mail dat ed
30.7.07. The Respondent has submitted t hat
Trade Easterly is a tiny service oriented unit,
engaged in providing various ki nd of tailor
made services and is an entity serving to the
community with hi gh integrity and et hics.
Respondent <claims to be working in the field of
I nformation Technol ogy and is devel opi ng
vari ous sites and is al so creating t he
intellectual property assets by registering the
domai ns. He claims to do research and analysis
of the wvarious brand potentials to theft and
registration of domai n names and al so to
handover the domai n name regi stered to the

| egitimate <cl ai mants.

The Respondent admts to have got regi stered
the domai n name WARDLEY® and submits t hat
WARDLEY is not a prohibited word in any of the
| anguage at present and as such the Respondent
has right to do the business in the name and

style of WARDLEY.

The Respondent claims that he has put in |ot of

experience, expertise and knowl edge for



devel oping the business/profession in the name

of WARDLEY.

The Respondent <claims that +the Compl ainant has

never been i nterested in the domai n wi th
extension .in because
i) The Compl ai nant did not get domai n

regi stered during sunrise period

ii) The Compl ai nant showed hi s interest in
domain name only after its registration by
the Respondent.

iii) By not registering the domain name it has
caused loss to NIX

iv) The Compl ainant knew about the procedure of

registration of domain name Dbut did not

regi ster domain name with .in extension.

V) Compl ai nant was not interested in
registration of the domain name in India
t hough it has got its domai n name' s

regi stered in other countries.

The Respondent has <claimed that the Compl ainant

did not act iin the business terms and applied
charges of extortion and has i nvol ved the
Respondent in litigation <causing expenses and

inconvenience to the Respondent.

/&“



10.

11.

12.

13.

14.

15.

The Respondent has claimed that the Compl ai nant
has not come wi th cl ean hands and its

presumption is not tenable in the eyes of | aw.

The Respondent has stated that any person who
has | egiti mate interest in "WARDLEY" and
"HARTZ" and who come forward for such
enterprise can be sold intellectual property.
The Respondent has submitted that no val uabl e
consideration has been asked and meager out of
pocket expense was requested if party agree to
it. The Respondent has al so admi tted t hat
simple letter of indemnity and reasons for not
maki ng the payment was requested which is fair
in al | circumstances on behal f of the
Respondent .

The Respondent has submtted that registration was
not done in bad faith and has given the circunstances
for saying so in para 12 of the reply.

The Respondent has claimed that to waive the right in
domain and to charge reasonable for giving priority
is a fundamental basis in any social or comercial
transaction, no business or service industry can run
on charity.

The Respondent has claimed that the Compl ai nant
has no |locus standi in claimng such right as

is claimed by the Compl ai nant.



16.

17.

18.

19.

20.

The Respondent has not filed any document
al ongwith his response.
No rejoinder to the response of Respondent is

filed by the Compl ainant.

From the above pleadings, the question arises
whet her the Compl ai nant is entitled for the
transfer of domai n name " WARDLEY" in its
favour.

.I'N Domai n Name Di sput e Resol ution Policy
(| NDRP) in paragraph 4 provi des t hat any
person, who <considers that a registered domain
name conflicts hi s l egiti mate ri ghts or
interests may file a compl ai nt to t he . I'N
registry on the prem ses whi ch include "The

registrant's domain name has been registered or

is being used in bad faith".

Paragraph 6 of |INDRP deals with the evidence of

registration and use of domain name in bad
faith. The said paragraph is reproduced here
bel ow: -

For the purpose of Par agraph 5 (iii), t he
foll owing circumstances, in particul ar but
wi t hout | imitation, if found by the Arbitrator
to be present, shal | be evidence of the
registration and use of a domain name in bad
faith:



(i)

11

111

circumstances i ndicating t hat the
Regi strant has registered or acquired the
domain name primarily for the purpose of
selling, renting or ot herwi se
transferring the domain registration to
the Compl ai nant, who bears the name or is
the owner of the trademark or service
mar k, or to a competitor of t hat
Compl ai nant , for val uabl e consi deration
in excess of the Registrant's documented
out - of - pocket costs directly related to

the domain name; or

The registrant has registered the domain
name in order to prevent the owner of the
trademark or service mark from reflecting
the mark in a corresponding domain name,

provided that the registrant has engaged

in a pattern of such conduct; or

By using the domain name, the registrant
has internationally attempted to attract
I nternet users to the regi strant's
website or ot her on-line | ocati on by
creating a Ilikelihood of <confusion with

the Compl ainant's name or mark as to the
sour ce, sponsorship, affiliation or

endor sement of the registrant's website

10



21.

22.

23.

or location or of a product or service on

the registrant's website or |location.

In the compl ai nt the Compl ai nant has
specifically alleged that the registrant's has
got registered the domain name WARDLEY in bad
faith and has stated that the Respondent after
registration of the domain name contacted to
the Compl ainant to sell the said domain name

for $2000

The Compl ainant has further submitted that the
registration fee of one year of the said domain
name is $45. In support of its contentions the
Compl ai nant has attached the copies of the mail
as Exhibit-5. The Respondent has specifically
mentioned in his mail that he intends to sell

the domain name to the |legitimate brand owner

and has shown his willingness to transfer it to
the Compl ai nant at the |l egiti mate cost and
price.

I n the mai | dat ed 11" March 2007 of the

Respondent the amount of $2000 does not figure
specifically. The Compl ainant has filed a mail
dated 14" March 2007 whereby the Respondent was
called wupon to transfer the domain name to the
Compl ai nant . The Compl ai nant has also filed a
mai | dated 12'" April 2007 issued by Amy. B.

Goldsmith informng the respondent that in case



the domai n name is not transferred to her
client | egal proceedi ngs would be taken. The
Compl ai nant has also filed mail dated 18'" April
2007 which is sent by the Respondent in reply
to the correspondence i ssued by Amy . B.
Gol dsmith. The Respondent has tried to justify
in this mail that he did not try to extort the

money from the Compl ainant.

However the wordings of the mail dated 18'"
April 2007 would show that the Respondent has
been trying to justify his act of offering to
sel | the di sput ed domai n name to the
Complai nant.

It is also worthwhile to mention that against
the specific averments made by the Compl ai nant

about Respondent approaching to the Compl ainant

to sell the domain name, the Respondent in his
reply in para no. 13 and 18 has mentioned as
under : -

"To waive the right in any domain and to charge

reasonable for giving priority is a fundament al

basis in any social or commercial transaction.
For no business or service industry can run on
charity".

"The Hart z Mount ai n Corporation, failed to

appreciate the spirit of the Trade-Easterly and

12



25.

26.

27.

28.

failed to appreciate that it is Trade-Easterly,
who has brought to their notice about WARDLEY
and HARTZ in Indian registry may be useful for
t hem. Therefore, fraction of val ue was
requested towards inputs applied to meet part

of actual expenses".

From the docunent s pl aced on record by the
Conpl ai nant, a demand of $ 2000 was not reflecting in
the mails filed by the Complainant with the <claim
petition. Arbitrator vide mail dated 1.9.07 asked to
the conmplainant to send the copy of the mails which
were relevant but not filed by the Complainant. A
copy of this mail was also sent to NIXI as well as to
the Respondent.

The Compl ainant vide mail dated 5.7.07 has sent the
copies of the letter/mils which have exchanged
bet ween the Conplainant and the Respondent. Mil of
the Respondent dated 19.3.2007 made it clear that the
specific demand of $ 2000 per domain nanme was
demanded by the Respondent for transferring the
domai n names.

In Para no. 4 of the said mail the respondent has
informed to the Conplainant that it is not a non-
profit identity.

The Respondent vide mail dated 9.9.07 made certain
further subm ssions and has tried to project the

transfer of domain name detrimental to creativity and



29.

30.

31.

32.

it would be loss to intellectual assets of this
country.

| have exam ned all aspects of the case before ne for
adj udi cati on.

The above di scussion woul d show t hat the
Respondent has got booked the domai n name
primarily for t he purpose of selling or
transferring the domain name registration to
the Compl ai nant or ot hers for val uabl e
consideration in excess of registrant's
document ed out of pocket <costs directly related
to the domain name.

Exhibit filed by the Compl ainant shows that the
wor d " WARDLEY" s the trademar k of the
Compl ai nant whi ch it has got regi stered at
vari ous countries and for its registration in
I ndi a it has also moved an application in
Trademar k Regi stry, Government of I ndi a.
Exhi bit-4 would show various domain name which
the Compl ai nant owns and start with the word
WARDLEY.

I thus hold that the Respondent has got booked
the domain name in bad faith and directs the

registry
Responden

as per i

to cease

the

said domain name from the

t and transfer i

ts rules

and

t to the Compl ainant

procedure. I also direct
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Announced and published on 21.9.07

&~ ingh)
ARBITRATOR

SANDEEP/WADLEY.IN
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